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The Trade-Mark Reporter 


The Current Law of Trade-Marks and Unfair 
Competition in the United States 


This publication, issued monthly, contains all current decisions 
of the law of trade-marks, trade-names and unfair competition in 
the courts of the United States, and of the several States and in 
the United States Patent Office. The text of opinions, other than 
Patent Office decisions, is given in full so far as they relate to 
trade-marks, or allied subjects, with references to the official or 
other reports, if any, in which the cases are to be found, and with 
annotations and cross references, designed to illustrate the develop- 
ment and assist in the study of this branch of the law. 

It likewise contains the text of all legislative enactments of the 
several state legislatures, and of the federal congress, relating to 
the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced by 
courts and legislative bodies from year to year. It includes also 
all treaties and conventions relating to trade-marks to which the 
United States is a party. Each annual volume is completed with 
an index, digest and table of cases, that makes its contents readily 
accessible for reference.. To these has been added a cumulative 
table of citations covering all the cases reported in the publication 
from the beginning. This feature adds immeasurably to the useful- 
ness of the publication and to the availability of the material con- 
tained in it. 

It is intended primarily for the use of laywers and is edited 
with a view to their needs and requirements. The subscription 
price is SIX DOLLARS per year in the United States, Canada 
and Mexico; elsewhere THIRTY-THREE SHILLINGS. 

A limited number of volumes for previous years can be fur- 
nished at the following prices: 

Brown Cloth 

Brown Buckram 

Digest (either binding) 

Add to the above prices five per cent for each year elapsed 
since the year of publication, except in the case of the Digest. 

Transportation extra. 


Tue Unirep States Trape-Mark AssociaTION, 
Publication Office, 187-189 College St., Burlington, Vt. 
Editorial Office, 82 Nassau Street, New York City. 


Address all communications to 82 Nassau Street, 
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Dorotuy Sturoes v. Cirarx D. Peasz, Inc., anp Puivie Extine, 
CoLiLectTor oF THE Port oF New York 


United States Circuit Court of Appeals, Second Circuit 
April 24, 1931 


TrapE-Marks—ImrorTaTION oF Goops BraRING AMERICAN-OWNED TRADE- 

Marxs—Pronisition Unver Section 526 or THE Tarirr Acr— 

How EwNrForcep. 

Where goods bearing a trade-mark owned by a United States 
citizen are imported into the country by another, Section 526 of the 
Tariff Act which provides that the importer may be enjoined from 
dealing in the merchandise within the United States or required to 
export or destroy same to remove or obliterate the trade-mark, held 
enforcible only by a court. 

Trape-Marxs—Importinc Goops UNper AMERICAN-OWNED Mark—RiGut 
or Importer To PetiT10N ror Removat or INrraincine Trape-Marx. 

In as much as under Section 526 of the Tariff Act, the importer 
of goods bearing an American-owned trade-mark is permitted to 
retain the goods after the trade-mark is removed, the importer has 
the right to petition the Collector of the Port to file libel for for- 
feiture, and if he fails so to do, the court shall determine whether the 
goods shall be exported or destroyed, or admitted to enter after 
removal or obliteration of trade-marks and on payment of customs 
duties and other lawful charges. 


In equity. Petition for rehearing and appeal from the United 
States District Court, Seventh District of New York, in an action 
to restrain the Collector of the Port of New York from refusing 


entry of goods under an American-owned trade-mark. Reversed 
and remanded. For decision below, see 21 T.-M. Rep. 167. 


Alezander C. Dick, Solicitor and Counsel, for complainant- 
ant-appellant. 

Falk & Orleans, Solicitors for Clark D. Pease, Inc., defendant- 
appellee; (Samuel Falk, Counsel). 

George Z. Medalie, United States Attorney, and Harry G. 
Herman, Assistant United States Attorney for Philip 
Elting, Collector, for defendant-appellee. 


Per Curiam: We affirmed the decision of the District Court 
dismissing the bill of complaint and holding that complainant’s 
Hispano-Suiza automobile could not be imported for the reason 
that it bore a foreign trade-mark owned by Clark D. Pease, Inc., 
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a citizen of the United States, and the written consent of the latter 
to importation had not been obtained as required by Section 526 
(a) of Title IV of the Tariff Act of September 21, 1922. 

After our decision the complainant applied to the Collector of 
the Port for permission to remove or obliterate the trade-marks 
on the merchandise in order thus to obviate the objections to the 
importation. In making this application she relied upon Section 
526 (c), which provides that the importer may be enjoined from 
dealing in the merchandise “within the United States or may be 
required to export or destroy such merchandise or to remove or 
obliterate such trade-mark. . . .” The Collector took the position 
that the Secretary of the Treasury had ruled that the provisions 
of Section 526 (c) are to be enforced only by a court and are not 
administrative provisions to be applied by the Secretary of the 
Treasury and that the request for permission to remove or obliterate 
the trade-marks “should have been made to the court.” After 
this ruling the complainant moved for a rehearing of this appeal 
so that a mandate might issue directing that upon the removal of 
the trade-marks and the payment of all proper duties and charges, 
entry of the automobile might be permitted. 

On the argument of the appeal, and in complainant’s brief, it 
was not suggested that she desired to have the trade-marks removed 
or obliterated so that she might be allowed to retain her car. Nor 
does the bill of complaint ask to have the trade-marks removed or 
obliterated. The only cause of action of any moment, which is 
the first, is based upon the claim that the provisions of Section 526 
of the Tariff Act are inapplicable to a car which is being imported 
for the personal use of the owner and not for sale. Complainant 
does, however, pray in her bill that the Collector be ordered to 
admit the car to entry and to deliver it to her upon payment of 
customs duties and other lawful charges, and also asks for “‘such 
other and further relief as the court may deem proper.” This, 
we think, is enough as a matter of pleading to justify us in allow- 
ing the bill to stand and the cause to go to trial if, under Section 
526 (c) supra, the complainant has any right to require the car 
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to be admitted to entry on removal or obliteration of the trade- 
marks. 

In answer to complainant’s petition for a rehearing Clark D. 
Pease, Inc., says that under Section 526 (b) the car is “‘subject to 
seizure and forfeiture for violation of the customs laws’’ and that 
it has already been seized by the Collector. Clark D. Pease, Inc., 
likewise says that the provisions of Section 526 (c) only afford 
supplementary remedies for the benefit of the trade-mark owner 
and not of the importer, that the trade-mark is impressed upon so 
many parts of the automobile that it is impracticable to obliterate 
it and that when, as is the case here, the Collector has expressed 
“a willingness to permit the exportation of the car back to the 
port it came from, the importer is being granted every considera- 
tion.” 

We have no doubt that the car must be regarded as “mer- 
chandise imported into the United States” within the meaning of 
Section 526 (b) of the Tariff Act and that it was such when it 
arrived within the limits of the Port of New York. American 
Sugar Ref. Co. v. United States, 181 U. S. 610 (21 S. Ct. R. 830) ; 
Marriott v. Brune, 9 How. 619; United States v. Southmayd, 9 
How. 637. By such importation it became under Section 526 (b) 
“subject to seizure and forfeiture.” But the statute affords cer- 
tain alternative remedies when no forfeiture is decreed. While 
the Collector may file a libel for forfeiture, yet where he does not 
take this drastic step, which nothing that has been suggested to 
us would seem to justify, either an injunction or an order to export 
or to destroy the car, or to remove the trade-marks therefrom may 
be granted under Section 526 (c). Both the ruling of the Treasury 
Department and the fact that the last three remedies follow the 
clause of Section 526 (c) providing for injunctive relief would 
indicate that the remedies are not administrative but are intended 
to be enforced by a court and that the selection of the appropriate 
remedy will depend upon the exercise of judicial discretion. 

Though the merchandise which has been unlawfully imported 
is subject to seizure and forfeiture under Section 526 (b) and has 
been actually seized by the customs authorities, we think that the 
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Collector may be required to assert his right to file a libel for 
forfeiture with promptitude. Any other mode of procedure would 
render the remedies afforded by Section 526 (c) futile and in- 
capable of efficient enforcement. The situation is analogous to 
those where claims for taxes have existed against bankrupt estates 
but no steps have been taken to assert them. In such cases we 
have required the government to file its claim within a specified 
period and in the event of failure to do this have ordered the estate 
administered free from such claim. In re Anderson, 279 Fed. 525. 

It cannot be said that the complainant has no right to have 
her car admitted to entry upon removal or obliteration of the trade- 
marks because this remedy can only be invoked by the owner of the 
trade-mark. While we do not say that the latter may not invoke 
it, we do not think this remedy is solely or even primarily for the 
benefit of such owner. The owner of the trade-mark is amply 
protected by the clauses of Section 526 (c) permitting an injunc- 
tion against dealing in the prohibited merchandise and providing 
for exportation and destruction. The clause permitting the mer- 
chandise to remain after removal of the trade-mark really benefits 
the importer alone and evidently was inserted in the act to amelio- 
rate the situation of the latter when the facts justified its applica- 
tion. It is quite superfluous and useless if the importer can never 
be heard to say that it ought to be applied. We think complainant 
should be allowed to invoke the remedy sought, provided that the 
Collector does not insist upon a forfeiture. 

The Collector makes substantially the same contentions as 
Clark D. Pease, Inc., but adds that he objects to the burden of 
seeing that the trade-marks are removed or obliterated. Perhaps 
he ought not to be under such a burden but that will depend on the 
extent of the burden in this particular case and whether removal 
or obliteration is shown to be reasonable and practicable in the 
circumstances. Whether the remedy sought should be applied or 
not, is a matter for a court to determine upon proofs and the trial 
court is the proper tribunal to conduct the inquiry. 

Although this appeal was not argued upon the theory that the 
appellant was seeking the remedy she now invokes, we think under 
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the prayer for general relief contained in her bill that she should 
be given the opportunity to pursue the remedy in the district court. 

A mandate will issue reversing the decree, remanding the case 
and providing (1) that the Collector shall have thirty days within 
which to file a libel of forfeiture, and that if he files such libel 
the cause shal] stand over to await the outcome, and (2) likewise 
providing that in case no libel is filed within the foregoing period, 
the court shall hear proof and determine whether complainant's 
car shall be exported or destroyed or after removal or obliteration 
of the trade-marks thereon and the payments of customs duties 
and other proper charges shall be admitted to entry. 


Drixiepic CorPorATION, ET AL. v. Pia Stanp Co. 
(31 S. W. 326) 


Court of Civil Appeals of Texas 
July 8, 1930 


Trape-Marxs—Seconpary Meanino—Basis. 

Secondary meaning arises only when a mark has been used so long 
by a single producer that it has come to identify exclusively his product 
to the public. 

Trape-Marxs—“Pic Stanp” anv “Pic Sanpwicn”—Descreiptive Terms. 

The words “Pig Stand” and “Pig Sandwich,” used in connection 
with the business of selling ham and other meat sandwiches, held 
descriptive of the goods. 

Trape-Marxs—Non-ConFLicTInG Marks. 

A trade-mark consisting of the picture of a pig with the words 
“Pig Sandwich” extending from shoulder to hind leg, held not to be 
confusingly similar to a trade-mark consisting of another picture of 
a pig with a cap on the head and white apron passing around the 
neck and extending to the hoofs, thus representing a waiter, with the 
word “Dixiepig” immediately thereunder. 

Unram Competition—Limirations. 

Unfair competition cannot be protected alone on the use of an- 
other’s trade-mark if the same is invalid, unless it is used in such a 
way as to be a fraud on the public. 


In equity. Action for unfair competition and trade-mark 
infringement. From a judgment granting injunction, defendants 
appeal. Reversed and remanded. 

















288 TWENTY-ONE TRADE-MARK REPORTER 


D. A. Frank, W. B. Hamilton and Louis Wilson, all of Dallas, 
Tex., for appellants. 
Wm. M. Cramer, of Dallas, Tex., for appellee. 


VauaGuan, J.: Appellee, Pig Stand Company, a private cor- 
poration, instituted proceedings in the court below against appel- 
lants, Dixiepig Corporation, a private corporation, and Louis Wil- 
son, for an injunction restraining appellants from practicing alleged 
unfair trade competition in the use of certain advertising in con- 
nection with the business of Dixiepig Corporation, and for dam- 
ages. Appellants answered by general demurrer, general denial, 
and certain special pleas, which will be developed in the discussion 
of the propositions upon which this appeal is predicated. On 
March 29, 1930, hearing was had and judgment rendered on appel- 
lee’s application for a temporary injunction, enjoining and restrain- 
ing appellants, until a hearing could be had upon the merits of 
said suit, from using the terms “Dixiepig Sandwich” and “Dixiepig 
Stand,” or any other equivalent thereto, and from using appellee’s 
corporate name, Pig Stand Company, or its equivalent, Dixiepig 
Corporation, in the advertising of appellant’s business, or in con- 
nection with the sale or marketing of appellants’ sandwiches, said 
injunction to apply to any concern or association or business owned, 
controlled, or participated in by the appellants. The trial court, 
as basis for said judgment, found that the trade-marks of appellee 
and appellant “are conflicting; that the purchasers of the goods, 
wares, merchandise, sandwiches, etc., of the kind sold by the 
parties, were misled by the trade-mark of defendants and thought 
they were purchasing the goods of plaintiff; that the defendants 
and their predecessors in interest adopted said trade-mark for the 
purpose of palming off his goods as those of plaintiff to the damage 
of plaintiff.” 

Appellee’s trade-mark is represented by a picture of a pig in 
a natural walking position, head down, with the words “Pig Sand- 
wich” extending from shoulder to hind leg, midway of the body 
of the hog; and signs at appellee’s stands, in addition to the above 
trade-mark, read as follows: “Sandwich at the Pig Stands.” Ap- 
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pellee sold a variety of sandwiches—including pork, beef, ham- 
burger, pimento cheese, and ham—which were wrapped in separate 
paper, bearing appellee’s “Pig Stand’ trade-mark, before being 
served. Appellee’s trade-mark was registered in the United States 
Patent Office November 5, 1924. 

Appellants’ trade-mark was duly registered in the United 
States Patent Office July 21, 1925, and consists of a picture of a 
pig standing erect with a checked cap on head, a white apron 
fastened around neck and tied just below the shoulders, the apron 
extending to hoofs, a checked tie around neck, pig holding a knife 
as a waiter in front hoofs, with a sandwich thereon, and the word 
“Dixiepig’’ immediately under the “waiter,” and the trade-mark 
representing the pig as a waiter. On paper napkins used by ap- 
pellants the above trade-mark is reproduced with the words “Ask 
for’ at the head of the pig, and underneath the pig’s feet the word 
“Sandwich,” followed by the words “Made Right for Your De- 
light.” Appellants’ sandwich stands are designated by signs con- 
taining the above trade-mark posted in several conspicuous places 
on and around each stand. All of the printed matter used in con- 
ducting its business bears this trade-mark. 

To show that it was entitled to the relief sought, the burden 
of proof rested on appellee to establish either (a) that it and its 
predecessors had the right to appropriate the words “Pig Sand- 
wich” to its exclusive use as an original technical trade-mark, or 
(b) that the words “Pig Stands’ possessed a secondary meaning 
in the public mind, which designated appellee’s goods and furnished 
the basis for the charge of unfair competition, and that appellant 
Dixiepig Corporation had employed the words “Pig Sandwich,” 
in conducting its business, in a way from which it could be reason- 
ably presumed that sales of appellants’ goods had and would be 
made as those of appellee. 

Viewed in its most favorable light, the evidence failed to dis- 
close facts under which appellee and its predecessors could right- 
fully appropriate the words “Pig Sandwich,” as said words can 
only refer to some character of food products, and certainly cannot 
be regarded as fanciful or arbitrary symbols designed to show the 
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origin of the merchandise or goods to be found on sale at appellee’s 
places of business, designated as “Pig Stands.” It is to the origin 
of the article and not its quality that a technical trade-mark is 
intended in its effect to direct the public mind. The doctrine of 
technical trade-marks, as firmly established by federal and state 
decisions, will not permit essentially descriptive words to be em- 
ployed to indicate the source of an article intended for sale in the 
market, because, as held in the case of Kellogg Toasted Corn Flake 
Co. v. Quaker Oats Co. (C. C. A.) 285 F. 657, 663 [6 T.-M. Rep. 
537], “for the manifest reason that the fact expressed by the pri- 
mary meaning of such words is a fact which others are entitled 
to express by the same words for the same purpose.” 

The trade-marks of appellant Dixiepig Corporation and appel- 
lee, Pig Stand Company, were before the trial court and inherently 
presented the individuality and similarity, if any, between the 
symbols and language used in said trade-marks, respectively, and 
carried their own evidence, indisputable as to whether or not there 
was any resemblance between the two, and, if so, whether or not 
the trade-mark of appellant Dixiepig Corporation was of such a 
resemblance to that of appellee that said appellants’ trade-mark 
was calculated to deceive persons of ordinary intelligence, and the 
trial court was not authorized to receive evidence from any other 
source to determine said matters. Radam v. Capital Microbe De- 
stroyer Co., 81 Tex. 122, 16 S. W. 990, 992, 26 Am. St. Rep. 783, 
from which we quote, viz.: “All the facts were before the court— 
the trade-marks, the labels, the jugs, and the packages—as pre- 
sented for sale in the market. It was his province to decide what 
impression would be made by them upon persons of ordinary intel- 
ligence and care. In such a case an expert should not be allowed 
to decide for him. Cooper v. State, 23 Tex. 331; Turner v. Strange, 
56 Tex. 142; Railroad v. McGehee, 49 Tex. 481; McKay v. Over- 
ton, 65 Tex. 85; Shelley v. City of Austin [74 Tex. 612, 12 S. W. 
753], supra; Whart. Ev. § 436.” 

Considering only the evidence furnished by said trade-marks, 
we do not think it can be drawn therefrom that there exists any 
conflict between same, either in the language used or in the sym- 
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bols, or that the trade-mark of appellant Dixiepig Corporation 
was reasonably calculated to deceive purchasers whereby purchase 
of appellants’ goods would be made believing same to be the product 
of appellee. We have not been able to gather therefrom any 
similarity further than that which exists between hogs generally, 
from which resemblance we think it quite improbable for an ordi- 
nary purchaser, purchasing as such persons ordinarily do, to be 
deceived. Radam v. Capital Microbe Destroyer Co., supra; Dallas 
Plumbing Co. v. Dallas County Plumbing Co. (Tex. Civ. App.) 
253 S. W. 308 [13 T.-M. Rep. 418]; Grand Temple, etc. v. Inde- 
pendent Order, etc. (Tex. Civ. App.) 28 S. W. (2d) 212. 

The finding that appellant Dixiepig Corporation and its prede- 
cessors in interest adopted the trade-mark containing the word 
“Dixiepig” for the purpose of palming off the goods of appellant, 
Dixiepig Corporation, as those of appellee, to the damage of appel- 
lee, is not sustained by evidence of any probative force. The facts 
and circumstances testified to by the different witnesses, taken in 
connection with the different trade-marks, do not suggest in suffi- 
cient cogent form the existence of facts upon which this finding 
can be predicated, the nearest support in the evidence being the 
presumption that followed in the wake of the trial court’s finding, 
above stated, aided by evidence of witnesses, inadmissible for that 
purpose, to the effect that there was such similarity between said 
trade-marks, and that some purchasers had been misled by the 
same. In order to sustain this finding, there must be some evidence 
establishing the following acts and conduct, viz., that the trade- 
mark of appellant Dixiepig Corporation was adopted as a device 
or trick whereby its goods were palmed off in the market as and 
for the goods of appellee in fraud of the public and of appellee 
through the simulation of labels, imitation of appellee’s style of 
putting up goods, reproduction of the form, color, and general 
appearance of its packages, and that said appellant passed off its 
goods as the goods of appellee upon the public. Simmons Med. 
Co. v. Mansfield Drug Co., 93 Tenn. 84, 23 S. W. 165; Kellogg 
Toasted Corn Flake Co. v. Quaker Oats Co., supra; Columbia Mill 
Co. v. Alcorn, 150 U. S. 460, 14 S. Ct. 151, 37 L. Ed. 1144; Elgin 








292 TWENTY-ONE TRADE-MARK REPORTER 


Nat. Watch Co. v. Illinois Watch Case Co., 179 U. S. 665, 21 S. Ct. 
270, 45 L. Ed. 365. 

As to the secondary meaning of the words used, the evidence 
failed to show that said words had generally acquired a secondary 
meaning, indicating appellee’s product so as to become a trade- 
mark, said words so employed being descriptive, did not acquire 
a secondary meaning referable only to appellee’s product. The 
test of secondary meaning is whether the trade-mark has become 
broadly known throughout the public as denoting a product of a 
certain origin. Nims on Unfair Competition and Trade-Marks 
(3d Ed.) parag. 38a, p. 117; Crescent Tool Co. v. Kilborn & Bishop 
Co. (C. C. A.) 247 F. 299, 301 [8 T.-M. Rep. 177]. There is no 
secondary meaning of the words “Pig Stand” and “Pig Sand- 
wiches” in the public mind established, since there is no common 
source; the true basis of secondary meaning may be said to be that 
the word or phrase to be given such meaning has been used so 
long and exclusively by one producer with reference to his articles 
that the word has come to mean that the article is his product. 
To establish this secondary meaning the burden of proof rested 
upon appellee and is a substantial burden, that is, one to be em- 
phatically discharged, since the ultimate to be proven is fraud, 
that is, that appellants were using appellee’s trade-mark in its 
secondary meaning and not simply in a primary sense, with the 
result accomplished that appellant Dixiepig Corporation passed 
off its goods as those of appellee. Upjohn Co. v. W. S. Merrell 
Chemical Co., 269 F. 209, 211 (C. C. A. 6th Cir. 1920) [11 T.-M. 
Rep. 87]. 

Can the judgment of the court be sustained on the ground of 
unfair competition? Unfair competition cannot be predicated alone 
on the use of another’s trade-mark, which is invalid, because not 
appropriable as such, that is to say, when not used in such a way 
by the defendant as to amount to fraud upon the public. Samson 
Cordage Works v. Puritan Cordage Mills (C. C. A.) 211 F. 603, 
608, L. R. A. 1915F, 1107 [4 T.-M. Rep. 225]. Even conceding 
that there existed a conflict between the trade-marks of appellant 
and appellee, and that the proof established similarity in form, 
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dimensions, or general appearances alone of the package, or the 
container in which appellant’s products were inclosed, we do not 
think same would be sufficient to establish unfair competition. In 
the case of Marvel Co. v. Pearl, et al. (C. C. A.) 133 F. 160, 161, 
the court held: 


Unfair competition is not established by proof of similarity in form, 
dimensions, or general appearance alone. Where such similarity con- 
sists in constructions common to or characteristic of the articles in ques- 
tion, and especially where it appears to result from an effort to comply 
with the physical requirements essential to commercial success, and not 
to be designed to misrepresent the origin of such articles, the doctrine 
of unfair competition cannot be successfully invoked to abridge the free- 
dom of trade competition. 

(The words “Pig Stand,” it should be stated, are not here 
involved.) The trade-mark “Pig Sandwich” is claimed by appel- 
lee, and that of “Dixiepig’”’ for sandwiches is claimed by appellant 
Dixiepig Corporation. The words “pig sandwiches” are purely 
common English words, generic, denoting no fact of ownership 
or common source by which it can be identified by dealings or 
associations, and it is likewise true of the corporate name of appel- 
lee, being the same as the purported trade-mark. The word “Dixie- 
pig’ is not a common English word, not to be found in Webster's 
or other English dictionaries; it is fanciful in every respect, arbi- 
trary, and therefore subject to exclusive appropriation. The trade- 
mark of appellant Dixiepig Corporation is so absolutely unlike 
appellee’s trade-mark that it follows as a self-evident proposition 
that no ordinary prudent person of reasonable intelligence should 
be supposed to confuse the one with the other. The testimony in 
this case, we think, without any controversy established that appel- 
lee’s predecessor, Jessie G. Kirby, did not originate the purported 
trade-marks “Pig Stand” and ‘Pig Sandwiches,’ but that same 
originated long prior to appellee’s connection therewith through the 
ingenuity of ———— Prescott and ———— Davis, in the year 1916, 
and applicable to this situation we quote from the opinion in Dia- 
mond Drill Co. v. International Drill Co., 106 Wash. 72, 179 P. 
120, 124 [9 T.-M. Rep. 205], viz.: 


. . . at the time of its organization the business of drilling with 
diamond drills was known and being carried on by individuals or by 
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corporations, the respondent could not then, by merely first combining 
the words into the name, acquire exclusive ownership of that name. 

The fact that there were diamond drill contractors at the time respondent 
commenced as a diamond drill contracting company, puts it out of the 
class of originators and puts it into the class of imitators. 

Under all of the material facts established we are of the 
opinion that appellants’ fifth assignment of error, viz., “The court 
erred in not refusing said temporary injunction herein as against 
the defendants, for the reason that defendants’ trade-mark ‘Dixie- 
pig, for sandwiches, is valid and exclusive, being a coined word 
and is fanciful and arbitrary both as to symbol and as to form 
of words being unlike the trade-marks of the plaintiff actual or 
palpable, the same being granted under the amendment of the 
basic Trade-Mark Act of 1905, it being shown by the evidence 
that there is no apparent conflict or infringement of its labels, 
design and color to that of the plaintiffs herein, or that defendants 
dealt unfairly with the goods of the plaintiff,” should be, and it is, 
sustained. The judgment of the court below is reversed, and the 
temporary writ of injunction granted by it is in all things dissolved, 
with costs adjudged against appellee. 

Reversed and rendered. 


Cope v. SEATTLE THEATER CORPORATION, ET AL. 
(298 P. 432) 


Supreme Court of Washington 
April 30, 1931 


Unrar Competition—“ParamountT” For THeaters—Locat Versus Na- 

TIONAL Use. 

Where appellant was first to apply to a Seattle moving picture 
theater the name “Paramount,” it could not later enjoin the use 
thereof by a subsidiary of Paramount Publix Corporation, whose 
predecessors first made national use of the word, particularly as 
the two theaters were located four miles apart and catered to an 
entirely different clientele. 


In equity. Action for unfair competition. From a judgment 
denying injunction, plaintiff appeals. Affirmed. 
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William A. Gilmore and W. H. Cook, both of Seattle, Wash., 
for appellant. 

Eggerman &§ Rosling, of Seattle, Wash., and Nat Schmulo- 

witz, of San Francisco, Calif., for respondents. 





































Beever, J.: The plaintiff brought this action to restrain the 
defendants from using, assuming, or adopting the name “Para- 
mount” and from changing the name of the “Seattle Theater’ to 
“Seattle Paramount Theater,’ and for damages. The cause was 
tried to the court, resulting in a judgment denying injunctive relief 
and dismissing the action, from which plaintiff prosecutes this 
appeal. 

In June, 1921, the appellant erected and opened his motion 
picture theater at 2115 N. 45th St., Seattle, Wash., and continu- 
ously thereafter operated under the trade-name of “Paramount 
Theatre.” In 1926 the respondent Seattle Theatre Corporation was 
organized under the laws of the State, and during that year erected 
and opened its motion picture theater at Ninth and Pine Sts., Seat- 
tle, Wash., and thereafter continuously operated under the name 
“Seattle Theatre.” The respondent Hartung was its resident mana- 
ger, and the respondent Cohen one of its trustees. The respondent 
corporation was organized as, and is, one of the subsidiary cor- 
porations of the Famous Players Lasky Corporation. That cor- 
poration, now named “Paramount Publix Corporation,’ owns all 
of the stock of the defendant corporation except a few qualifying 
shares, and operates the theater at Ninth and Pine Streets through 
its subsidiary, the respondent corporation. The Famous Players 
Lasky Corporation and its successor in interest, the Paramount 
Publix Corporation, during the past fifteen years have expended 
considerable money in advertising and developing the name “Para- 
mount” in connection with motion picture theaters and in trans- 
actions involving the exhibition of Paramount pictures, and, as a 
result, the name “Paramount” became identified in Seattle and in 
the State of Washington, as well as nationally, as a trade-name 
for motion picture attractions several years prior to the time appli- 
cant adopted it. 
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The two theaters have entirely different locations, within the 
city of Seattle, each distant from the other four or five miles. 
Appellant’s is a small theater located in a suburban community. 
Its patronage is limited chiefly to the local neighborhood, and it 
exhibits fourth and fifth run films. On the other hand, the theater 
of the respondent corporation is located in the heart of the down- 
town section of the city, has a seating capacity of about 3,000, 
exhibits first-run films, and draws its patronage from all parts of 
the city. Because of the difference in the location and character 
and standard of the performances given by the respective theaters, 
no unfair competition has resulted, notwithstanding the use of the 
name “Paramount” by respondents’ theater. The use of the name 
“Paramount” on the electric signs in front of the respective thea- 
ters has in no way deceived the public. The advertising carried on 
by respondent corporation was not for the purpose of defrauding 
the appellant or deceiving the public, but was such as is usually 
carried on by any metropolitan theater. 

The facts above stated are substantially as found by the trial 
court, and from our examination of the record we are satisfied 
they are abundantly sustained by the evidence. In addition thereto, 
we find the evidence also establishes these facts: The name “Para- 
mount” had not been selected by any theater operator in the city 
of Seattle or in the State of Washington at any time prior to 1921— 
the time appellant adopted that name—and the Paramount Picture 
Company knew of such use and made no protest thereto. 

The gravamen of appellant’s complaint is unfair competition. 
We have frequently upheld and sustained the granting of injunc- 
tive relief in cases involving unfair competition. The general rule 
is as we have frequently announced: “One person may not use 
the name of another already in the same line of business so that 
confusion or injury results therefrom.” Martell v. St. Francis 
Hotel Co., 51 Wash. 875, 98 P. 1116, 1118, 16 Ann. Cas. 593. See, 
also, Rosenburg v. Fremont Undertaking Co., 68 Wash. 52, 114 P. 
886; Electric Supply Co. v. Hess, et al., 189 Wash. 20, 245 P. 27; 
Seattle Taxicab Co. v. De Jarlais, 185 Wash. 60, 236 P. 785; 
Groceteria Stores Co. v. M. C. Tibbett, 94 Wash. 99, 162 P. 54, 
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L. R. A. 1917C, 955; New York Life Ins. Co. v. Orpheum T. & R. 
Co., 100 Wash. 573, 171 P. 534; and Mitchel H. Mark Realty 
Corp. v. Hirsch, 180 App. Div. 549, 168 N. Y. S. 244, 246. 

The ahove authorities are cited and relied on by appellant as 
controlling and decisive of the question here presented. But the 
facts and circumstances in the instant case are entirely dissimilar 
and readily distinguishable from the facts and circumstances of the 
cases above cited. In the Martell Case, supra, the plaintiff had 
chosen and applied the name “St. Francis” to his hotel. The 
defendant selected the same name. In the Rosenburg Case, supra, 
the plaintiff had adopted the trade-name “The Fremont Under- 
taking Co.” Later the defendant adopted the name “The Fremont 
Undertaking Company, Inc.” In the Electric Supply Company 
Case, supra, the plaintiff adopted the name “Electric Supply Co.” 
The defendant selected the name “Electric Service Co.” In these 
three cases not only did the competitor select a name identical, or 
nearly identical, to that which had been previously adopted by 
another, but in each instance these competitive establishments were 
located within a radius of from one to five blocks of each other. 
This proximity brought about, not only unending confusion in 
the use of the telephone and the mails, but also in the handling and 
delivering of merchandise. Furthermore, the similarity of the 
names and the proximity of the locations was calculated to, and 
did, deceive the public. 

In the Seattle Taxicab Company Case, supra, the plaintiff for 
many years had adopted and used a certain color to distinguish its 
cabs. The defendants adopted the same color for their cabs. We 
held that this was a clear attempt on the part of the rival operators 
to deceive the public. The Groceteria Case, supra, has no applica- 
tion because it involved a fictitious or fanciful name, and, in any 
event, the decision of that case was controlled by statute. In the 
New York Life Insurance Case, supra, the court enjoined the use 
of the name “Orpheum,” but in that case both theaters were located 
in the downtown section, and drew their patronage from all parts 
of the city, and it was further shown that the public was deceived 
by the use of this name applied to both theaters. 
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Thus it will be seen that in all of the authorities relied on by 
appellant from this jurisdiction the use by the competitor of the 
prohibited name, which had previously been adopted by another, 
not only resulted in great confusion, but in each instance was cal- 
culated to, and did, deceive the public, and hence was held to be 
unfair competition. In short, the competitive operator in each of 
these cases practiced commercial piracy, which the law abhors and 
which courts of equity will enjoin. 

In the Realty Corporation Case, supra, injunctive relief was 
granted because the competitive theater had selected the name 
“Strand.” There, however, the court found that the adoption of 
the name was designedly and for the purpose of deceiving the 
theater-going public. The court said: “But every fact which ap- 
pears upon this record demonstrates that the sole purpose of the 
adoption of the name ‘Harlem Strand’ was to confuse the theater- 
going public as to the connection of defendants’ theater with that 
of the plaintiff.” 

Courts of foreign jurisdiction quite generally hold that one 
person may not use a name previously adopted by another in the 
same line of business, if confusion or injury results therefrom, or 
where the general public is deceived thereby. This rule is suc- 
cinctly stated in Mitchel H. Mark Realty Corporation v. Hirsch, 
180 App. Div. 549, 168 N. Y. S. 244, 247: “The law relating to 
unfair competition has a threefold object: First, to protect the 
honest trader in the business which fairly belongs to him; second, 
to punish the dishonest trader who is taking his competitor’s busi- 
ness away by unfair means; and, third, to protect the public from 
deception.” 

Applying these principles to the fact of the case at hand, it 
is at once apparent that the judgment of the trial court was cor- 
rect. The trial court found there was no unfair competition, and 
hence denied injunctive relief. In the very nature of things, there 
could be no unfair competition. Not only are the two theaters four 
or five miles apart, but appellant operates a typical suburban 
theater, with a limited seating capacity, exhibiting fourth or fifth 
run films, and caters to the people residing in the immediate neigh- 
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borhood; whereas respondent corporation’s theater is located in 
the heart of the downtown section, has a seating capacity of about 
3,000, and exhibits first-run films. Furthermore, respondent cor- 
poration draws its patronage from the entire city. The electric 
signs used by the two theaters and the advertising carried on by 
the respondent corporation have in no way led to confusion or 
deceived the theater-going public as to which theater it desired to 
patronize. 

But there is an additional fact which differentiates this case 
from the authorities relied on by appellant. Here the name “Para- 
mount” had been adopted by the Paramount companies and their 
various subsidiary and affiliated corporations for several years prior 
to the time appellant had chosen this name. Furthermore, by such 
extensive advertising the name “Paramount” had acquired a par- 
ticular significance in connection with motion picture operations 
and motion picture theaters. Appellant was aware of all of these 
facts at the time he adopted the name “Paramount.” Hence he 
acquired no exclusive right to the use of the name. 


For another reason the use of the design containing a map of Italy 
cannot be restrained. That is because it cannot be made the subject of 
exclusive private property. Since the same design, regardless of the color, 
was used, as indisputably shown, by Parodi & Ermino in this market, at 
least several years before the map of Italy was made a part of the 
design of appellant, appellant had no exclusive right to its appropriation. 
In other words, it had been appropriated. Vittucci Co. v. Merline, 130 
Wash. 483, 228 P. 292, 294. 


So, here, the name “Paramount” had been appropriated and 
used by the Paramount Companies several years prior to the time 
appellant had adopted it. The trial court found he had appro- 
priated this name designedly: 

The name “Paramount” was applied by plaintiff to the motion picture 
theater operated by him in order to realize upon and benefit from the 
good-will theretofore created in said name “Paramount” by said Para- 
mount Companies and with the design that such use might in the future 
be utilized to forestall extension and development of the activities of 


the Paramount Companies in Seattle and to thereby demand and receive 
monetary consideration from said companies. 


While we are unable to agree with this specific finding, yet 
the fact remains that appellant was thoroughly familiar with the 
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general use of the name “Paramount” by motion picture producers 
and theater operators throughout the nation. 

Nor is the doctrine of laches applicable here. Appellant can- 
not be heard to complain merely because the respondent took no 
steps to enjoin him from using the name “Paramount.” Laches is 
a defense, and can only be asserted as a shield; it can never be 
used as a weapon of offense. In as much as respondent asks no 
affirmative relief, the authorities cited by appellant are inapplicable. 

Judgment affirmed. 


Torman, C. J., and Beats and Mitiarp, JJ., concur. 


ArmstronGe Cork & INsuLatTion Co. v. BANNER Rock Propvucts 
Co. 


United States Court of Customs and Patent Appeals 
May 26, 1931 


Trape-Marks—CaNncCELLATION—Mispesceiptive Mark—Basis or Damace. 
Appellant, a manufacturer of cork board, largely used as insulat- 
ing material, brought suit, under Section 13 of the Act, to cancel the 
registration of the trade-mark “Rock Cork” used on similar goods. 
Held that, in as much as appellee’s goods, although of mineral origin, 
possessed certain properties of both rock and cork, and bore on the 
labels a clear statement of their mineral origin, appellant had no 
grounds, on the score of damage, to sue for cancellation. 
Appeal from a decision of the Commissioner of Patents dis- 
missing a suit for cancellation, Affirmed. For the Commissioner's 


decision, see 19 T.-M. Rep. 422. 


Edward S. Rogers, Allen M. Reed (T. M. Mead, of counsel), 
all of Chicago, Ill., for appellant. 

Lockwood, Lockwood, Goldsmith § Galt, of Indianapolis, Ind., 
for appellee. 


Buianp, J.: This is an appeal from the decision of the Com- 
missioner of Patents, dismissing a petition for cancellation of a 
trade-mark registered by the Banner Rock Products Co., March 
5, 1912. 
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The trade-mark sought to be cancelled consists of the words 
“Rock Cork,” the letters of which are consolidated and so placed as 
R C 


to present a novel appearance. O K represents the arrange- 


R 
ment of the letters, the C and K being in large black type, and 
occupying more than twice the space of the other letters which are 
in smaller type. 

The Banner Rock Products Co., which uses the “Rock Cork” 
trade-mark, is the manufacturer and originator of a _ thermo- 
insulating material which it began manufacturing and selling under 
the name “Rock Cork” in 1907. The material is in the form of a 
board made by binding rock wool with a waterproof binder. The 
process of making it is a water process in which the material is 
molded into different thicknesses and dried. The rock is obtained 
from a quarry adjacent to the factory of appellee, which rock is 
termed “argillaceous” limestone. The rock is melted in a specially 
designed equipment by means of coke. The melted rock as it 
runs from the melting equipment is first hit with either a high- 
pressure air jet or steam jet and shredded into fibers. This is 
then known as “rock wool” with which is mixed, in a special vat, 
a binder that secures the fibers into permanent position. This 
material is then molded into different shapes and thicknesses and 
is dried, trimmed and placed on the market to be sold chiefly to 
the manufacturers of refrigerating units, and to the builders of 
structures which require low temperatures. 

The appellant, the Armstrong Cork & Insulating Company, 
operates the insulation division of the Armstrong Cork Company 
and is one of three manufacturers of cork board in the United 
States. It operates several factories in this country and has fac- 
tories and depots abroad. It manufactures and sells many different 
kinds of cork products. Its sales run between forty and seventy- 
five million board feet of cork insulation per year. Cork board 
is a well-known standard insulating material. Its good insulating 
properties have long been known to those familiar with the subject 


of thermo-insulation. Cork board is made from cork and cork is 
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the outer bark of the cork oak tree which grows principally in 
Spain, Portugal and Algeria. Cork, in the common understanding, 
is a vegetable substance. In manufacturing cork board the cork 
bark is granulated, sized, cleansed, pressed in molds and baked. 
The record shows that the petitioner, and its predecessors, have 
been manufacturers of cork articles since 1861 and of cork board 
since 1904, and that appellant and appellee, during a period of 
almost a quarter of a century, have been merchandising their prod- 
ucts to the same class of customers with the full knowledge of each 
of the parties of the composition of each other’s product and the 
trade terms used in describing the same. 

Appellant bases its petition for cancellation of the trade-mark 
“Rock Cork” upon the proposition that the term is deceptive and 
misleading, and is misdescriptive of appellee’s product, in as much 
as its product contains no cork and is chiefly a mineral substance, 
and claims the right to petition for cancellation under Section 13 
of the Trade-Mark Act of February 20, 1905, for the reason that 
it is damaged by the alleged misconception brought about by the 
misdescriptive character of the term “Rock Cork” as applied to 
appellee’s thermo-insulating material. 

The Examiner of Interferences dismissed the petition and 
recommended that appellee’s registration be not cancelled, which 
decision was affirmed by the Commissioner of Patents. 

The Examiner of Interferences held that the record showed 
that from the very beginning it was the intention of the users of 
the “Rock Cork” trade-mark to inform purchasers of the proper- 
ties of its material and also of its mineral origin, and that it was 
not intended to deceive, and that the term “Rock Cork” was not 
misdescriptive to the extent that the purchasers of this character 
of material would be misled into believing that appellee’s mer- 
chandise consisted of cork, and among other things said: 


. In the new use of such a word, or combination of words, 
information is imparted concerning one or more characteristics of the 
article designated thereby. Such for example are the notations “Steel 
Wool,” “Dry Ice,” “Ivory Soap,” and “Gold Dust Washing Powder.” In 
the last two instances, the marks are used to obtain the function of indi- 
cating origin of the goods. The word “Ivory” used on soap informs the 
purchasers of the soap that it has an appearance somewhat like ivory. 
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Similarly, the use of the words “Gold Dust” on a washing powder of a 
golden color, tells purchasers something of this property. The record 
clearly shows that it was the intention of the respondent from the very 
beginning to so use the notation “Rock Cork” as to inform purchasers 
of some of the properties of the material and also its mineral origin. This 
is especially shown by the circulars which enables this function to be 
obtained from the notation “Rock Cork.” . . . The notation “Rock Cork” 
so used performs a function similar to that performed by the notations 
“Steel Wool” and “Dry Ice.” 

The Examiner called attention to the fact that purchasers of 
“Rock Cork’’ ordinarily were those who bought for the purpose 
of building it into other structures, and that they were a dis- 
criminating class of purchasers, and further, that the record, though 
long, was devoid of a single instance where a purchaser of regis- 
trant’s product had been led to believe that it contained cork. The 
Examiner furthermore pertinently said: 


. Improbable as it may seem, the Examiner realizes that there 
may ‘be here and there an architect who may purchase the respondent’s 
material and who may assume that it contains cork. It is also theo- 
retically conceivable that here and there a person may exist who assumes 
that there is cream in cream of tartar; milk in the pharmaceutical sub- 
stance known as milk of magnesia; that there are edible sponges in sponge 
cake; that the confection known as Eskimo Pie is pie that is either made 
by Eskimos or a formula obtained from Eskimos; and that there is soda 
in soda water. As to such persons, it is believed, however, that it is 
justifiable to apply the maxim Qui vult decipi decipiatur. 

We agree with the above quoted views expressed by the Ex- 
aminer of Interferences and the views, on this phase of the case, 
which are well expressed in the decision of the Commissioner, 
which decision affirmed the decision of the Examiner of Inter- 
ferences. 

The Examiner of Interferences furthermore ruled that there 
was a distinction between a public and a private right of action 
in a case of this character and that the petitioner had no such 
private right as entitled it to claim that it was damaged within 
the meaning of the statute. In view of our conclusions herein- 
after reached, it is not necessary for us to pass upon the right of 
appellant to bring such action in event it was held that the mark 
“Rock Cork’’ was deceptive and misleading. 

Much testimony was taken by both parties, chiefly of wit- 
nesses who were in some way interested in or had been interested 
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in the manufacture, sale or construction of refrigerating units of 
some kind. Most of appellant’s witnesses testified that upon seeing 
the term “Rock Cork” they would assume that the material con- 
tained cork; a few of them said that they did assume that it con- 
tained cork, but no one of them testified that he had been influ- 
enced, in any degree, to purchase appellant’s product on account 
of his believing that it contained cork. 

Appellant seems to proceed upon the theory that genuine 
cork is a material which, for a very long time, has been better 
and more favorably known as an insulating material than any 
other, and that appellee seeks by its alleged misleading trade-mark 
to palm off on the public, for genuine cork board, a cheaper and 
less efficient material. The witnesses differ as to which is the 
best insulating material. Some of the witnesses point out that cork 
has been proven to be more effective in its nonconducting proper- 
ties and that the material which some of them style “asbestos cork” 
or a “mineral wool” product is, for other reasons, less desirable 
than genuine cork. Some of the testimony is to the effect, how- 
ever, that appellee’s mineral product is not so subject to decay as 
is genuine cork and has other properties which are desirable and 
which are not present in the genuine cork. 

One thing stands out prominently, and that is that the whole 
picture presented by the record is not a case of the owner of cheap 
inferior goods attempting to palm off his goods as the goods of 
another or of attempting to represent that his goods have qualities 
which they do not possess. On the contrary, appellee’s business 
is large and, obviously, prosperous, and no reason is shown why 
it should trade upon the good-will of others. There is no evidence 
in the record of any misunderstanding in the minds of those who 
purchased “Rock Cork” from appellee and we do not think there 
is any reasonable likelihood of any such misunderstandings arising 
in the future. 

Appellant has pointed out that the salesmen of Frigidaire 
which makes use of “Rock Cork” as its insulating material, have 
misrepresented, either ignorantly or designedly, that the “Rock 
Cork” used in Frigidaire insulation is, at least in part, composed 
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of genuine cork. While it may be that this is a matter that might 
have some bearing in some cases, under certain statements of fact, 
we cannot see how it can be controlling under a statement of facts 
such as is at bar. See American Washboard Co. v. Saginaw Mfg. 
Co., 108 Fed. 281. 

Appellee’s exhibits disclose that in advertising its goods, it 
keeps prominently to the front the fact that its product is a mineral 
one. Much of its advertising is devoted to putting forth the rock 
character of its product, using such statements as “Originators of 
Rock Wool Products” and by associating a portion of the cor- 
porate name “Banner” and the word “Rock” to produce the word 
“Banrock” and adding the word “Products.” In fact, to us the 
use of the term “Rock Cork” suggests that the product has the 
qualities of rock and cork. It may not suggest all the properties 
of either, but does suggest some of the properties of both and we 
think it does so without being offensively descriptive or misdescrip- 
tive. 

In this view of the case we conclude that appellant has not 
been nor is it likely to be damaged within the meaning of Section 
13 of the Trade-Mark Act, supra, and that the decision of the 
Commissioner of Patents properly affirmed the action of the Ex- 
aminer in dismissing the petition for cancellation, and the decision 
of the Commissioner is affirmed. 


Fasuion Park, INcorporatep v. THe Fair 
United States Court of Customs and Patent Appeals 
May 25, 1931 


Trapve-Marxs—Opposition—“FasHion Row” anp “FasHion Parx”—Con- 
FLICTING Marks. 
The words “Fashion Row” and “Fashion Park,” both used as 
trade-marks on men’s clothing, held to be conflictingly similar, in as 
much as the word “Fashion” is the salient feature of each. 


Appeal from a decision of the Commissioner of Patents dis- 
missing a trade-mark opposition. Reversed. For Commissioner's 
decision, see 20 T.-M. Rep. 154. 
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Clarence G. Campbell, of New York City, for appellant. 
Dent, Dobyns & Freeman, of Chicago, Ill., for appellee. 


Lenroot, J.: This is an appeal in a trade-mark opposition 
proceeding from a decision of the Commissioner of Patents, affirm- 
ing a decision of the Examiner of Trade-Mark Interferences, dis- 
missing the opposition of appellant and adjudging appellee entitled 
to the registration for which it filed application on August 16, 1928. 

Appellee’s mark consists of the notation “Fashion Row,” used 
upon men’s, youths’ and boys’ outer clothing, and upon ladies, 
misses’ and girls’ suits, coats, dresses, etc. Its application states 
that said mark has been used by it since August 3, 1928. 

The opposition is based upon prior adoption and use by appel- 
lant of the notation “Fashion Park’ as a trade-mark upon men’s 
outer clothing, for which appellant has secured the following three 
registrations: No. 130,566, issued April 27, 1920; No. 131,225, 
issued May 4, 1920; and No. 160,277, issued October 17, 1922. 
Each of said registrations, in addition to the words “Fashion Park,” 
have a representation of two men on horseback. The marks in said 
registrations differ in minor respects, but the words “Fashion Park” 
are the dominating feature of all of them. 

The marks of the respective parties are used on identical 
goods, viz., men’s outer clothing. 

The question before us is whether the marks of the respective 
parties so closely resemble each other as to be likely to cause con- 
fusion or mistake in the mind of the public, or to deceive pur- 
chasers, when appropriated to men’s clothing. 

The testimony shows that appellant has continuously used its 
mark upon men’s outer clothing for more than fifteen years, and 


for several years has been carrying on a very extensive national 
advertising campaign, using the words “Fashion Park” therein as 
the leading feature of such advertising; that in said advertising 
campaign it expends approximately $500,000 annually. 

The Commissioner, in dismissing the opposition, relied upon 
the case of Franklin Knitting Mills, Inc. v. Kassman §& Kessner, 
Inc., 56 App. D. C. 348, 13 F. (2d) 319 [16 T.-M. Rep. 343], 
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and the decision of this court in the case of Rosenberg Bros. § Co. 
v. Horowitz, 17 C. C. P. A. (Patents) 641, 35 F. (2d) 784, as 
controlling his decision. 

The marks involved in the Franklin Knitting Mills case, supra, 
were “Fashion Knit’ and “Fashion Park,” used upon hats and 
caps. The case of Rosenberg Bros. & Co. v. Horowitz, supra, 
involved the trade-mark “Fashion Park,’ owned by the predecessor 
of the appellant here, and the trade-mark “Washington Park,” both 
marks being used upon men’s outer clothing. In both of said cases, 
the marks were held not to be confusingly similar. However, in 
view of the differences between the marks “Fashion Knit,” “Wash- 
ington Park,’ and ‘Fashion Row,’ the mark here in issue, we do 
not think the decisions in the above cases are in any wise con- 
trolling of the question before us. 

A case more in point is that of Rosenberg Bros. § Co. v. 
Wetherby-Kayser Shoe Co., 17 C. C. P. A. (Patents) 794, 37 F. 
(2d) 487 [20 T.-M. Rep. 51], which involved the said trade-mark 
“Fashion Park,” used upon men’s outer clothing, and the mark 
“Fashion Lane,’ used on men’s, women’s and children’s footwear, 
namely, shoes, slippers, etc. In the opinion in that case this court, 
speaking through Presiding Judge Graham, said: 


In considering this matter (confusion or mistake) it will be borne 
in mind that the goods upon which the opposer uses its trade-marks are 
men’s coats, vests, pants and overcoats, and that the goods upon which the 
appellee applicant uses its mark are men’s, women’s and children’s foot- 
wear, such as shoes and so forth. Whether these be considered goods of 
the same descriptive properties or not, their similarity or lack of simi- 
larity is a very proper matter to be considered in determining whether 
such confusion or mistake in the mind of the public is liable to occur 
by the registration of the appellee’s mark. 

While the court held, in that case, that the marks “Fashion 
Park” and “Fashion Lane’ were not so similar as to cause con- 
fusion, when applied to the goods upon which the respective marks 
were used, it is clear that, had said marks been used upon identical 
goods, as in the case at bar, a different question would have been 
presented. 

For the reasons stated, we do not think that any prior deci- 


sion of this court is determinative of the issue in the case at bar. 
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In considering whether the marks here in issue are confus- 
ingly similar, an important fact to be considered is that the marks 
are used upon identical goods. 

The words “Fashion Park’ suggest to the mind a park fre- 
quented by people fashionably clothed. The words “Fashion Row” 
suggest to the mind a street or row frequented by people fashion- 
ably clothed. 

We believe that one going into a store to purchase a suit of 
clothes, having read an advertisement of “Fashion Park’’ clothes, 
might easily think his memory was faulty as to the word “Park” 
in the advertisement and conclude that a suit bearing the trade- 
mark “Fashion Row’ was manufactured by the same party whose 
advertisement he had read. 

In our opinion, the marks “Fashion Park’’ and “Fashion Row,” 
used upon men’s outer clothing, so nearly resemble each other as 
to be likely to cause confusion or mistake in the mind of the public, 
or to deceive purchasers, and the Commissioner erred in dismissing 
the opposition and granting the application of appellee. 

We are, furthermore, of the opinion that appellee selected 
the mark “Fashion Row” with the expectation of profiting by appel- 
lant’s extensive advertising of its trade-mark “Fashion Park.” We 
say this because there were a multitude of words which appellee 
might have selected as a trade-mark, as to which there would be 
no likelihood of confusion with appellant’s mark. This fact, while 
not determinative of our conclusion, tends to confirm it. On this 
point we quote from the opinion in the case of Guggenheim v. Can- 
trell § Cochrane, Ltd., 56 App. D. C. 100, 10 F. (2d) 895 [16 
T.-M. Rep. 81], as follows: 


In this court it has been repeatedly declared that there is neither 
legal nor moral excuse for even an approximate simulation of a well-known 
mark applied to goods of the same descriptive properties, and that, when 
an attempt to effect such simulation becomes apparent, the two marks 
should not be examined with a microscope to detect minute differences, 
but, on the contrary, should be viewed as a whole, as the general public 
would view them; in other words, that the points of similarity are of 
greater importance than the points of difference. 


The decision of the Commissioner of Patents is reversed. 
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Tue Simoniz Company v. PERMANIZING STATIONS OF AMERICA, 
Inc. 


United States Court of Customs and Patent Appeals 


May 25, 1931 


Trape-Marks—“PermManize” anno “Srmoniz”—ConFuiicTinG Marks. 

A trade-mark consisting of the word “Permanize” held to be 
conflictingly similar to the word “Simoniz,’ both marks being used 
on cleaners and polishers for automobiles and furniture. 

Appeal from a decision of the Commissioner of Patents dis- 
missing a trade-mark opposition. Reversed. 


John T. Evans, Edward §. Rogers, Allen M. Reed (Thomas 
L. Mead, Jr., of counsel), all of Chicago, Ill., for appel- 
lant. 
v No appearance for appellee. 


Hatrietp, J.: This is an appeal in a trade-mark opposition 
proceeding from the decision of the Commissioner of Patents affirm- 
ing the decision of the Examiner of Interferences dismissing the 
opposition of appellant and holding that appellee was entitled to 
the registration of the trade-mark “Permanize’’ for use on “Cleaner 
for Automobile Bodies, Painted, Varnished and other surfaces.” 
In its application for registration, filed August 13, 1928, appel- 
lee alleged that it had used its trade-mark since December 1, 1926. 
It appears from the record that appellant is the owner of 
trade-mark registration No. 137,701, issued to the Simons Manu- 
facturing Company, November 30, 1920, of the word “Simoniz” 
for use on a compound in the form of paste for cleaning and polish- 
ing automobile bodies, furniture, and the like; that appellant and 
its predecessor have used the registered trade-mark continuously 
throughout the United States and in foreign countries since 1918; 
that appellant has expended large sums of money in advertising 
its product and its trade-mark; and that appellant’s product is put 
up in cans and is sold to garages, jobbers, authorized “‘simonizing 
stations,” and in stores to the general public. 
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It further appears from the record that appellee’s product 
consists of a cleaner in paste form, sold in “pint cans,” and a 
“preserver’—a polish—in liquid form, sold in quart cans; that 
appellee’s product is sold to garages—authorized “permanizing”’ 
stations; and that the products of the respective parties are used in 
a similar manner and for the same purposes. 

There is some evidence in the record to the effect that confu- 
sion has existed due to the similarity of the marks, and that appel- 
lee’s goods were being sold in “authorized simonizing stations.” 

It is not argued here that the goods of the parties do not 
possess the same descriptive properties, nor that appellant is not 
the prior user of the trade-mark “Simoniz” for use on its goods. 
Therefore, the sole question before us is, are the marks confus- 
ingly similar. 

The tribunals of the Patent Office held that the marks did not 
look alike, sound alike, nor convey the same thought. They re- 
ferred, in their opinions, to the registered trade-mark ‘“Kyanize”’ 
for use on paints and painters’ materials, registered February 5, 
1907, and held that there was closer similarity between the marks 
“Simoniz” and ‘“Kyanize’” than existed between the marks 
“Simoniz” and “Permanize.” 

It may be that the trade-marks “Kyanize” and ‘‘Simoniz”’ are 
confusingly similar, and that appellant was not entitled to the 
registration of its mark. However, that question is not before us 
and will not be considered by this court in this proceeding. Van 
Camp Sea Food Company, Inc. v. Westgate Sea Products, 18 C. C. 
P. A. (Patents) y F. (2d) [21 T.-M. Rep. 192], 


and cases therein cited. 











It appears from the record that appellee was familiar with the 
trade-mark “Simoniz” at the time it adopted and began the use of 
the word “Permanize”’ as its trade-mark. Nevertheless, it selected 
a trade-mark closely simulating appellant’s trade-mark which had 
been advertised throughout the United States and abroad, and 
which, due to the popularity of appellant’s goods, was a valuable 
asset. 
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The marks are not identical, but the only material difference 
is in the first syllables, “Si” and “Per.’’ However, this court has 
repeatedly held that the public ought not to be required to dissect 
and analyze trade-marks in order that confusion and deception 
might be avoided. 

We are of opinion that the involved marks are confusingly 
similar, and that appellee is not entitled to have its mark registered. 

The decision is reversed. 


In THE Matter or THE APPLICATION oF Coca-CoLta BoTTLine 
Company oF Los ANGELES 


United States Court of Customs and Patent Appeals 
May 25, 1931 


Trape-Marxs—“Lemon Frost” anno “Jack Frost’—Conriictinc Marks. 

The words “Lemon Frost” used as a trade-mark for soda water 
and soft drinks held to be confusingly similar to the trade-mark “Jack 
Frost,” used on similar goods. 

Trape-Marxs—Goopns or Same Descriptive Properties. 

Soda water or pop, held to be of the same descriptive properties 
as concentrated extracts and syrups for making non-alcoholic, malt- 
less beverages. 

Appeal from a decision of the Commissioner of Patents refus- 
ing registration. Affirmed. For Commissioner’s decision, see 19 


T.-M. Rep. 518. 


John J. Riley, of Los Angeles, Calif., for appellant. 
T. A. Hostetler, of Washington, D. C., for the Commissioner 
of Patents. 


Garrett, J.: This proceeding, which is er parte, involves the 
right of appellant to register the two words ‘““Lemon Frost” for use 
as a trade-mark on “soda water, or pop, sold as a soft drink.” 

The decision of the Commissioner of Patents affirmed that 
of the Examiner of Trade-Marks, denying the registration sought, 
because of the trade-mark “Jack Frost” registered to F. B. Cham- 
berlain Company, September 18, 1928, for “concentrated extracts 
and syrups for making non-alcoholic, maltless beverages.” 








312 TWENTY-ONE TRADE-MARK REPORTER 


Appeal was then taken to this court. 

It appears from the record in the case that, at one time, appel- 
lant sought to register the words “Orange Frost” for use on some 
of its products and this was opposed by Chamberlain & Co. on 
account of its ownership of “Jack Frost.” The Commissioner of 
Patents sustained the opposition, and after his decision the Com- 
missioner remanded the “Lemon Frost’ application to the Exam- 
iner, after the latter named mark had been ordered to publication, 
for reconsideration in the light of the “Orange Frost’ decision, 
and, upon this reconsideration, the Examiner refused the registra- 
tion, largely or wholly, upon the “Orange Frost” holding, and the 
Assistant Commissioner, who passed upon this case on appeal, did 
the same. 

The issue before us is, first, whether the goods are of the same 
descriptive properties and, if so, second, whether the marks are so 
similar as to be likely to cause confusion. It is also proper to 
consider whether the mark, or any portion thereof, is descriptive. 

The extracts and syrups upon which the “Jack Frost’’ mark 
is applied are used for flavoring drinks which are dispensed at 
fountains, commonly referred to as soda fountains. As we under- 
stand from the record, applicant uses the mark “Lemon Frost” 
for drinks which have been prepared and probably bottled. These 
drinks are, largely, sold at the same places of business and at the 
same fountains. There can be no question but that under the doc- 
trine of numerous decisions of this court the goods must be held 
to be of the same descriptive properties. Revere Sugar Refinery 
v. Joseph G. Salvato, 18 C. C. P. A. (Patents), and cases cited. 

The flavoring extract is an ingredient of the finished bevarage, 
and, in the sense of the trade-mark registration statute, is, the 
nature of the respective products being considered, of the same 
descriptive properties as the beverage into which it enters. 

We take it that the use of the word “Lemon” in connection 
with “Frost” is for the purpose of indicating the flavor of the 
drink contained in the bottle to which “Lemon Frost” is applied. 
If so, and it be lemon flavor, that part of the mark is descriptive. 
If it be not lemon flavored, then that part of the mark would be 
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misdescriptive. It is evident that “Lemon” alone would not be 
registrable as a trade-mark for use on applicant’s goods, because 
of its descriptive character, but it is urged that the mark must be 
taken as a whole. 

It seems clear that the words “Jack Frost” having been regis- 
tered for use on goods of the same descriptive properties, it would 
not be permissible for applicant to register “Frost” alone for such 
use as is proposed. 

“Jack Frost” is defined by Funk & Wagnalls New Standard 
Dictionary as “The personification of wintry weather.” One defi- 
nition of “Frost’’ is “minute crystals of ice formed directly from 
atmospheric water-vapor.” In common parlance, “Frost” and 
“Jack Frost” are not infrequently used interchangeably. Either 
word, applied to the products of applicant, or to those for which 
the registration which led to the rejection of the application was 
secured, is suggestive, and doubtless is intended to be suggestive, 
of coldness in the drink. 

Since “Lemon” is descriptive and “Frost” would be prohibited 
to applicant on account of the registration of “Jack Frost” the 
matter, under the facts of this case, resolves itself into a question 
of whether, by combining a descriptive word with a prohibitive 
word, applicant can be held to have created a non-conflicting, arbi- 
trary mark, not descriptive, and unlikely to cause confusion. 

We do not think it may be properly so held. 

It is assumed from the certificate of registration that “Jack 
Frost” is now being used, or could be used, on lemon flavoring for 
soda fountain beverages. If applicant be permitted to register 
“Lemon Frost” for a lemon-flavored beverage the form of which 
differs from the fountain product only in the fact that it is con- 
tained in a bottle rather than being concocted at the fountain, the 
result, it seems to us, would likely confuse purchasers as to the 
products, particularly as to their origin. 

The decision of the Commissioner is without error and same 
is affirmed. 
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Tue Procter & Gamsite Company v. J. L. Prescotr Company 
United States Court of Customs and Patent Appeals 
May 27, 1931 


Trape-Marxs—“Oxo.” ann “Oxypo.”—ConFLicTinec Marks. 
The word “Oxol,” held to be confusingly similar to “Oxydol,” 
both used on soaps and cleaning preparations. 
Trape-Marxs—Goons or Same DescriprivE Properties. 
Soap powder held to possess the same descriptive properties as 
a liquid chlorine solution, used as a disinfectant, germicide, deodorant, 
sterilizer, cleaner and bleacher. 
On appeal from a decision of the Commissioner of Patents 
dismissing a trade-mark opposition. Reversed. For the Commis- 


sioner’s decision, see 20 T.-M. Rep. 160. 


Allen & Allen (Paul Finckel, of counsel), for appellant. 
Joshua R. H. Potts (T. Bertram Humphries, of counsel), both 
of Chicago, Ill., for appellee. 


Buianp, J.: From a decision of the Commissioner of Patents, 
affirming the decision of the Examiner of Interferences, dismissing 
appellant’s notice of opposition, and adjudging that the appellee 
was entitled to the registration of its trade-mark, the appellant 
has appealed to this court. 

The opposer, appellant, based its opposition upon the use, by 
it and its predecessors, of its registered trade-mark “Oxydol,” since 
June 10, 1914, as a trade-mark on soap powder. 

The applicant, appellee, seeks to register “Oxol,’ which is 
used as a trade-mark on a liquid chlorine solution, intended for 
use as a disinfectant, germicide, deodorant, sterilizer, cleaner and 
bleacher. 

Opposer’s merchandise, “soap powder,” is in powdered form 
and adapted for various cleaning purposes, such as laundry, kit- 
chen and other household uses. It is put up in rectangular paper 
boxes, about eight inches high and five inches wide, by two inches 
thick, and has displayed prominently thereon the word “Oxydol” 
and the representation of a girl. On opposer’s package it is stated: 
“Tt is neither a Soap Powder nor a Powdered Soap in the under- 
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standing of those terms, but it is a complete detergent that may 
be used for any purpose for which Soap or Soap Powder is used.” 

The applicant’s mark consists of the word “Oxol” in large 
letters upon a frame or scroll, together with the representation of a 
girl holding a cloth. The applicant, on its container, says that 
there are 999 uses for “Oxol” in every home, and that among such 
uses are those of bleaching clothes, removing stains, and cleaning 
household articles (such as bathtubs, sinks, washbasins, linoleum 
drain boards, and so forth), and that it is used as a sterilizer. On 
the package it is recommended for cutting grease, for whitening 
clothes and for deodorizing. ‘“Oxol” is put up in bottles about 
eight inches high by three inches in diameter. 

The record shows that during the year prior to the date of 
applicant’s filing its application, the opposer spent $600,000 in 
advertising its product “Oxydol,”’ and that the applicant, the J. L. 
Prescott Company, was and is a large concern manufacturing a 
great number of household products; that shortly before it filed 
its application it decided to extend its line to include the article 
with which we are herein concerned. 

As we see it, the record in this case presents but two ques- 
tions: First, are the goods of the respective parties of the same 
descriptive properties? Second, if the goods are of the same de- 
scriptive properties, are the marks so similar as to be likely to 
bring about confusion, under the circumstances shown? 

The record shows that the goods are used, in part, for identi- 
cal purposes. They are both common household articles, sold at 
low prices and purchased by customers who ordinarily, before pur- 
chasing same, would make little, if any, inquiry as to their origin. 

We think the goods are of the same class and are of the same 
descriptive properties. 

Applicant in adopting its proposed trade-mark has chosen 
one beginning with “Ox” and ending with “ol.” The word em- 
bodies all of the letters of appellant’s trade-mark “Oxydol” except 
the letters ‘“y” and “d.” The sound of the respective words is 
quite similar. 
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The goods, being to some extent dissimilar in appearance and 
use, and the marks not being identical, the Examiner of Inter- 
ferences and the Commissioner of Patents concluded that there was 
no likelihood of confusion. In a case of this kind this question, 
of course, is largely a matter of opinion. 

We are of the opinion that there is a strong probability that 
confusion as to origin of the goods would result to the purchasing 
public in event both marks were registered, and were used in the 
manner shown in the record. At least there is some substantial 
doubt on the question, and under the familiar rule, such doubt 
should be resolved against the newcomer, in as much as he has a 
wide field to select from in choosing his trade-mark. 


It was admitted in argument before this court that the appli- 
cant deliberately selected the mark “Oxol’ after considering the 
legal effect of doing so, in view of the registered trade-mark 
“Oxydol,” and while applicant does not admit that it selected 
“Oxol” with the purpose of profiting by the advertisement and 
good-will of the “Oxydol’’ trade-mark, there is no attempt at 


explanation as to why the word “Oxol” was adopted, and it seems 
fair to infer that, owing to the peculiar character of the two arbi- 
trary marks, and in the absence of any explanation whatever, 
applicant sought to profit by the confusion that would result. 

We think this case is controlled by Lever Bros. Co. v. Riodela 
Chemical Co., 17 C. C. P. A. (Patents) 1272, 41 F. (2d) 408 
[20 T.-M. Rep. 311], in which case the facts were quite similar 
to those at bar. There the court said: 


So here, why did appellee select the word “Tex” when there was a 
multitude of words that were short and easy to remember, bearing no 
similarity to the word “Lux,” any one of which might have been adopted 
by appellee without any probability of causing confusion or mistake in the 
mind of the public? If its sole purpose in adopting a trade-mark was 
to indicate origin of its own goods, we would expect it to select a mark 
having no similarity to any other used upon similar goods. 

Of course, if confusion or mistake is not likely to result from the 
use of the two marks, the motive of the later applicant in adopting its 
mark cannot affect its right to registration; but if, in the adoption and 
use of the mark, there be a purpose of confusing the mind of the public 
as to the origin of the goods to which it is applied, we have a right, in 
determining the question of likelihood of confusion or mistake, to con- 
sider the motive in adopting the mark as indicating an opinion, upon the 
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part of one vitally interested, that confusion or mistake would likely result 
from use of the mark. After all, the determination of the question of 
likelihood of confusion or mistake in the use of trade-marks must, as 
a general rule, be a matter of opinion, and not the result of testimony | 
produced as to the existence or absence of such confusion. Therefore the 
tribunals of the Patent Office, and this court as a reviewing body, may, 
in cases where one adopts and uses a mark with the motive of confusing 
the mind of the public, consider that motive as one of the factors in 
determining the question of whether use of such mark is likely to cause 
confusion or mistake in the mind of the public. 


The decision of the Commissioner of Patents is reversed. 


HatFieE_p, J., concurs in the conclusion. 












Garrett, J., specially concurring: While concurring in the 
conclusion in this case, I do so simply upon the ground that the 
goods are of the same descriptive properties and that the marks 
bear such a resemblance to each other as that registration is for- 
bidden under a proper construction of the Trade-Mark Registra- 
tion Act. 

I do not fully understand the statement in the majority opinion 
that “in a case of this kind this question [likelihood of confusion], 
of course, is largely a matter of opinion.” Ample authority to 
establish the proper legal rule by which to test the issue is to be 
found in decisions of this and other courts. Goodrich v. Hock- 
meyer, 17 C. C. P. A. (Patents) 1068, 40 F. (2d) 99 [20 T.-M. 
Rep. 205]; Cheek-Neal Coffee Co. v. Hal Dick Mfg. Co., 17 C. C. 
P. A. (Patents) 1103, 40 F. (2d) 106 [20 T.-M. Rep. 274]; 
California Packing Corporation v. Tillman § Bendell, Inc., 17 
C. C. P. A. (Patents) 1048, 40 F. (2d) 108 [20 T.-M. Rep. 238]; 
Sun-Maid Raisin Growers of California v. American Grocer Co., 
17 C. C. P. A. (Patents) 1034, 40 F. (2d) 116 [20 T.-M. Rep. 
300]; Heekin Co. v. Lawrenceburg Roller Mills Co., 17 C. C. 
P. A. (Patents) 1093, 40 F. (2d) 119 [20 T.-M. Rep. 306]; 
Malone v. Horowitz, 17 C. C. P. A. (Patents) 1252, 41 F. (2d.) 
414 [20 T.-M. Rep. 462]; Fishbeck Soap Co. v. Kleeno Manufac- 
turing Co., 44 App. D. C. 6, and cases cited in these several deci- 
sions. 
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I find nothing in the record which leads me to feel justified in 
joining in the inference that “applicant sought to profit by the 
confusion that would result.’’ 

The record discloses that when appellee-applicant had tenta- 
tively decided to adopt “Oxol’” for the particular commodity in- 
volved, it, as is common in such cases, referred the matter to its 
attorney for a search in the Trade-Mark Division of the Patent 
Office to ascertain whether there were any registered marks with 
which that mark might conflict. In the course of this search the 
attorney came upon appellant-opposer’s mark “Oxydol,” and an- 
other mark of another party, “Oxo.” The attorney seems to have 
advised that “Oxo” might conflict and appellee proceeded to ac- 
quire that mark by purchase from its owner. The attorney advised 
that, in his opinion, there would be no conflict with ‘“Oxydol” 
which would prevent appellee’s registration of “Oxol.” 

As the registration law was then being construed such advice 
was not surprising and I am unwilling to read into this trans- 
action any sinister purpose on the part of appellee. That counsel 
and appellee had grounds for believing that no legal conflict existed 
is certainly strongly evidenced by the fact that both tribunals of 
the Patent Office concurred in granting the registration which we 
are now denying under what we conceive to be the proper con- 
struction of the statute. 

It is thought that if we adopt a policy of determining cases 
largely as a “matter of opinion,’ rather than by fixed legal rule, 
attorneys will find it extremely difficult to advise clients in the 
future. Individual’s opinions may vary or change as they have 
in the past. 

In a specially concurring opinion in Lever Bros. Co. v. Riodela 
Chemical Co., 17 C. C. P. A. (Patents) 1272, 41 F. (2d) 408 
[20 T.-M. Rep. 311]—the only case cited by the majority in their 
decision in the instant case—I endeavored to point out what seems 


to be the legal unsoundness, in construing the registration statute, 


of reasoning from effect to cause, by inferring a motive on the 
part of an applicant and then permitting that inferred motive to 
constitute a factor in determining the only question with which 
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the court is concerned—confusion or likelihood of confusion. What- 
ever value that reasoning may have in an unfair trade case, it has 
little or none in a registration proceeding. 

In so far as I can determine from the record, the trade prac- 
tices of appellee are quite as ethical as are those of appellant, and 
I see no occasion for reflecting upon either. 


Grorce H. Rutn Canpy Company, Inc. v. THe Curtiss Canny 
CoMPANY 


United States Court of Customs and Patent Appeals 
May 27, 1931 


Trape-Marxs—Opposition—“Gerorce H. ‘Base’ Rutn” ann “Basy RutH” 
—ConFLictinc Marks. 
A mark consisting of the name “George H. ‘Babe’ Ruth” in fac- 
simile signature, held to be confusingly similar to the mark “Baby 
Ruth,” both marks being used on candy. 


Appeal from a decision of the Commissioner of Patents sus- 
taining a trade-mark opposition. Affirmed. For the Commis- 
sioner’s decision, see 20 T.-M. Rep. 101. 


Cutting, Phillips §& Hall (Victor W. Cutting and Sylvester J. 
Liddy, all of New York City, of counsel), for appellant. 

Henry B. Floyd (Irwin N. Walker, of counsel), both of Chi- 
cago, Ill., for appellee. 


Lenroot, J.: This is an appeal from a decision of the Com- 
missioner of Patents in a trade-mark opposition proceeding, re- 
versing a decision of the Examiner of Trade-Mark Interferences, 
and holding that appellant is not entitled to the registration for 
which it has applied. 

Appellant, on June 2, 1926, filed an application for registra- 
tion of a mark comprising the words “Ruth’s Home Run” and the 
name “George H. ‘Babe’ Ruth,” the latter being stated to consti- 
tute the signature of George H. Ruth, who is well known as a 
baseball player. In the application it is stated that no claim is 
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made to the exclusive use of the word “Ruth’s’” apart from the 
mark shown. The mark is stated to be applied to candy. 

The labels accompanying the application show, in addition to 
the mark claimed in the application, a picture of the head and 
shoulders of the ball player, at the lower edge of which appear 
the words “Babe Ruth’s Own Candy.” 

Appellee sets up adoption and use, through predecessors in 
business, of the notation “Baby Ruth” as early as 1919, and used 
continually since said year, upon the same class of goods, viz., 
candy. Ownership of registration of said mark “Baby Ruth” for 
chocolate-coated candy bars is also set up by appellee, said regis- 
tration having been issued on May 27, 1924. 

Both parties took testimony. From such testimony it appears 
that appellee and its predecessors have continually used the nota- 
tion “Baby Ruth” upon candy since 1919; that appellee’s goods 
bearing such mark are sold in large quantities in various parts of 
the country, such sales reaching as high as one million dollars per 
month, and that it has expended several million dollars in adver- 
tising its product under said trade-mark. 

Appellant alleges no date of adoption and use of its mark 
prior to April, 1926. 

Many questions have been raised by the parties which we 
find it unnecessary to consider, for the reason that if appellant’s 
mark so nearly resembles the mark of appellee as to be likely to 
cause confusion or mistake in the mind of the public or to deceive 
purchasers, the decision of the Commissioner must be affirmed. 

The Examiner held that, as the name “George H. ‘Babe’ 
Ruth” is written in a “particular or distinctive manner,” it is 
registrable under the provisos of Section 5 of the Trade-Mark Act 
of February 20, 1905, which read as follows: 


. Provided, That no mark which consists merely in the name 
of an individual, firm, corporation, or association not written, printed, 
impressed, or woven in some particular or distinctive manner, or in asso- 
ciation with a portrait of the individual, or merely in words or devices 
which are descriptive of the goods with which they are used, or of the 
character of quality of such goods, or merely a geographical name or 
term, shall be registered under the terms of this act. 

* a ” 
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Provided further, That nothing herein shall prevent the registration 
of a trade-mark otherwise registrable because of its being the name of 
the applicant or a portion thereof. 

The Commissioner held that while the name “George H. 
Ruth,” so written, would be registerable under said provision, the 
nickname “Babe” should not be regarded as a part of the name of 
the athlete George H. Ruth to the extent of permitting registra- 
tion of it long years after another has used the quite similar word 
“Baby” in connection with the word “Ruth” as a mark for this 
common class of goods, and it was upon this ground that the deci- 
sion of the Examiner was reversed. 

At the time these decisions were rendered by the Patent Office 
tribunals, this court had not decided the case of The J. B. Williams 
Co. v. Ernest W. Williams, 18 C. C. P. A. (Patents) [21 T.-M. 
Rep. 188], in which it was held that a mark “E. W. Williams,” pre- 
sented in the form of a facsimile signature, used upon an after- 
shaving cream or lotion, was likely to cause confusion with a 
registration of the word “Williams,” used upon shaving soap and 


an after-shaving preparation prior to any use by the appellee, 
E. W. Williams, of his mark, and therefore its registration was 
barred by the first proviso of said Section 5. 


In that case, this court, after discussing and construing the 
provisions of said Section 5, said: 

It seems to us that where one elects to make a technical trade-mark 
use of his own name, that name, for that purpose, becomes dissevered, 
as it were, from its owner’s personality, and when he seeks to register 
it under a statutory enactment, it must be tested by precisely the same 
rules and principles which apply to all other technical trade-marks. 

In view of our construction of said Section 5, expressed in the 
Williams Case, supra, it is unnecessary for us to consider whether 
the nickname “Babe” could be registered as a part of the name of 
George H. Ruth under said name-clause of Section 5, for we are 
clear that, assuming that such nickname may be so registered as a 
part of the name, if such name were otherwise registerable, the 
name “George H. ‘Babe’ Ruth’ is not registerable under the facts 
in this case because barred by the first proviso of said Section 5. 
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That confusion is likely between appellee’s mark, “Baby 
Ruth,” and appellant’s mark, ““Ruth’s Home Run, George H. ‘Babe’ 
Ruth,” is apparent. It is clear from the testimony that the con- 
nection of George H. Ruth with appellant was for the purpose of 
capitalizing his nickname “Babe” Ruth, used upon candy. Assum- 
ing that he is a bona fide stockholder and officer of appellant com- 
pany, the manner in which the mark was used, as shown by the 
labels, indicates that the words “Baby Ruth” constitute the part of 
the mark relied upon by appellant. Moreover, the testimony estab- 
lishes actual confusion between the marks, and under the doctrine 
declared in Williams v. Williams, supra, we must hold that appel- 
lant’s mark is not registrable. 

We would emphasize the fact that the proceeding before us 
is statutory, and the question of whether appellant has the right to 
use said mark is not before us. We simply hold, for the reason 
hereinbefore stated, that appellant’s mark is not registrable under 
the provisions of said Section 5. 

Appellant contends that, even though the two marks so closely 
resemble each other as to be likely to cause confusion in the mind 
of the public, appellee has not established facts from which damage 
may be inferred, and therefore the opposition should be dismissed. 

We have repeatedly held that, in a trade-mark opposition 
proceeding, any question may be disposed of relating to the pro- 
posed registration that might properly arise in an ez parte case. 
California Cyanide Co. v. American Cyanamid Co., 17 C. C. P. A. 
(Patents) 1198, 40 F. (2d) 1003 [20 T.-M. Rep. 266, 447]; Rose 
Nerenstone Bookman, etc. v. The Oakland Chemical Co., 17 C. C. 
P. A. (Patents) 1213, 40 F. (2d) 1006. 

Upon the record before us, it is clear that appellant’s mark 
is not registrable for the reasons hereinbefore stated, regardless 
of whether appellee would be damaged by the registration of appel- 
lant’s mark. The statute itself forbids registration of a mark 
which so nearly resembles a registered mark owned and in use by 
another, and appropriated to merchandise of the same descriptive 
properties, as to be likely to cause confusion or mistake in the 
mind of the public, or to deceive purchasers. 
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There remains but one other question requiring comment. 
Appellant charges appellee with unclean hands in the adoption of 
its mark. It is sufficient to say that this issue is not raised by 
appellant’s answer to the notice of opposition, and even had it 
been so raised, the rule is well settled that the validity of appellee’s 
registered trade-mark will not be considered in a proceeding of 
this character. Revere Sugar Refinery v. Joseph C. Salvato, 18 
C. C. P. A. (Patents) [21 T.-M. Rep. 192], and cases cited. 

The decision of the Commissioner of Patents, adjudging that 
appellant is not entitled to the registration for which it has applied, 
is affirmed. 


WEYENBERG SHoE MaNnvuFracturinec Company v. Hoop Russer 
ComMPANY 


United States Court of Customs and Patent Appeals 
May 27, 1931 


Trape-Marxs—“Arrow” anp “Rep Arrow”—ConFLICTING MARKs. 
The words “Red Arrow” held to be deceptively similar to the 
word “Arrow,” both used as trade-marks on footwear. 
Trape-Marxs—Goons or SAME Descriptive PROPERTIES. 
Leather shoes, held to be of the same descriptive properties as 
rubber boots and shoes, rubber overshoes and rubber sole canvas 
shoes. 


Appeal from a decision of the Commissioner of Patents sus- 
taining a trade-mark opposition. Affirmed. For the Commission- 
er’s decision, see 20 T.-M. Rep. 142. 


Casanave Young (George W. Wright, of counsel), for appel- 
lant. 
Charles C. Gammons, for appellee. 


Garrett, J.: This is a trade-mark opposition proceeding in 
which appellee, Hood Rubber Company, opposes the registration 
by appellant, Weyenberg Shoe Manufacturing Company, of a 
mark comprising the words “Red Arrow’ imposed upon a repre- 
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sentation of an arrow, which representation has in the feathered 
portion thereof two concentric circles, within the smaller of which 
is placed the letter “W.” 

The mark sought to be registered is stated to have been used 
by appellant for leather shoes continuously since August, 1923. 
The application was filed March 29, 1928. 

Appellee in opposing relies upon certain registrations by it 
of marks for use on rubber boots and shoes, rubber overshoes and 
rubber sole canvas shoes, which marks have been placed in evi- 
dence. The first of these, which bears the registration date of 
January 29, 1907, is for two arrows crossed diagonally ; the second 
is for the symbol of a single arrow, registered February 12, 1907; 
a third is for a double-headed arrow having the word “Hood” 
inserted between the heads, the word being crossed by the figure of 
an arrow. This was registered March 23, 1926, the word “Hood” 
being disclaimed “except in the particular connection and associa- 


tion in which it appears. . . The fourth registration, under 
date of July 6, 1926, is for the word “Arrow,” unaccompanied by 
any symbol, the letters being perpendicularly arranged. 

Use of these marks by appellee on the goods described is 
shown by the proof to have covered a long period, antedating any 
use by appellant of its mark. 

The Examiner of Interferences held the goods of the respec- 
tive parties to be of the same descriptive properties, citing Boston 
Rubber Shoe Co. v. Abramowitz, 47 App. D. C. 199 [8 T.-M. 
Rep. 30], and also held that the resemblances of the marks “pre- 
dominate over the differences.” Registration was refused and upon 
affirmation of his decision by the Commissioner of the United 
States Patent Office the appeal was taken to this court. 

We think there was no error in the decision appealed from. 

While in the Abramowitz Case, supra, the Court of Appeals 
of the District of Columbia did not specifically hold ‘“‘rubber boots 
and shoes” to be of the same descriptive properties as “leather 
shoes,” deciding the issue rather upon the identity of the marks, 
it did say: 
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. . We are disposed to hold that they [the marks] are used upon 
goods of the same descriptive qualities within the provisions of the trade- 
mark law. 


Attention may properly be directed to decisions of this court 
rendered in other cases since the decisions of the tribunals of the 
Patent Office in the instant case. 

In Goodrich Co. v. Hockmeyer, et al., 17 C. C. P. A. (Patents) 
1068, 40 F. (2d) 99 [20 T.-M. Rep. 205], we held men’s, women’s 
and children’s knickerbockers and other articles of wearing apparel 
enumerated in Hockmeyer’s registration to be of the same descrip- 
tive properties as boots and overshoes of rubber and fabric, and 
directed the cancellation of a mark “Zip-On” on account of its 
resemblance to the mark “Zipper.” 

In the recent case of Cluett, Peabody § Co., Inc. v. Wright, 
18 C. C. P. A. (Patents) , 46 F. (2d) 711 [21 T.-M. Rep. 
130], it was held that leather belts were of the same descriptive 
properties -as belts made of fabric and used largely as bathing 
belts. It was also there held that the mark “Air-O” so closely 
resembled “Arrow” as to render the former subject to cancellation 
under proceedings begun by the owners of the latter. 

In both of the foregoing decisions authorities are cited. 

It may be true as argued in the very good brief of learned 
counsel for appellant that the goods here involved are not of the 
same species. That depends upon the meaning given to the word 
“species,” which, it may be said, is not found in Section 5 of the 
Trade-Mark Registration Act of February 20, 1905. It can hardly 
be successfully maintained, however, that the goods are not of the 





same class, under the construction given that word by the courts, 
and, being of the same class, under our decision in Cheek-Neal 
Coffee Company, etc. v. Hal Dick Manufacturing Co., 17 C. C. P. A. 
(Patents) 1103, 1104, 40 F. (2d) 106 [20 T.-M. Rep. 274], and 
numerous other cases, they are of the same descriptive properties. 

Appellant’s words are “Red Arrow” placed upon a symbol 
of an arrow. It is stated in its application that the symbol is not 
limited to any particular color. It is familiar law that in trade- 
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mark procedure a symbol must be given the same meaning as the 
word which tells what the symbol is. 

The issue here, therefore, is between “Arrow” and “Red 
Arrow’ to be applied to goods of the same descriptive properties. 

Attention has been directed here, as in many other cases com- 
ing before us, to the alleged fact that there have been numerous 
registrations to other parties of the words and symbols at issue, 
some of them apparently for use on goods of the very character 
here involved. We have not traced this matter, because that fact, 
even when shown, is not of aid to one seeking a registration. 
American Fruit Growers, Inc. v. Michigan Fruit Growers, Inc., 
17C. C. P. A. (Patents) 906, 38 F. (2d) 696 [20 T.-M. Rep. 105]. 

The soundness of the rule there stated must be obvious to all 
upon full consideration when it is remembered that one purpose 
of the trade-mark registration act is to aid legitimate commerce by 
preventing confusion of goods either as to origin or in their sale. 
If a confused situation already exists that should not be held to 
justify an act which would confuse still further. Whatever the 
rule in cases in equity involving unfair competition, multiplicity 
of registrations cannot properly be of weight in the statutory pro- 
ceeding relating to registration. American Fruit Growers, Inc. 
v. Michigan Fruit Growers, Inc., supra. 

We agree with the holdings of the tribunals of the Patent 
Office that by reason of the close resemblance of the marks confu- 
sion would likely result from their application to goods of the 
same descriptive properties. 

The decision of the Commissioner of Patents is affirmed. 


In THE MatTTreR OF THE APPLICATION OF MINNESOTA VALLEY 
CanNING CoMPANY 


United States Court of Customs and Patent Appeals 
May 25, 1931 
Trape-Marxs—“Orr THE Cos” For CanNED Corn—Descriptive TERM. 


A trade-mark consisting of the words “Off the Cob,” used on 
canned corn, held descriptive of the goods, hence unregistrable. 
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Appeal from a decision of the Commissioner of Patents sustain- 
ing a refusal to register. Affirmed. For the Commissioner’s deci- 
sion, see 20 T.-M. Rep. 146. 


William L. Symons and Semmes § Semmes, all of Washington, 
D. C., for appellant. 

T. A. Hostetler, of Washington, D. C., for the Commissioner 
of Patents. 


GraHaM, P. J.: The appellant seeks to register the trade- 
mark “Off the Cob,” to be used on canned corn. The Examiner of 
Interferences denied registration on the ground that the mark 
was descriptive and this decision, on appeal to the Commissioner 
of the United States Patent Office, was affirmed upon the same 
ground. 

The argument is made here that the mark “Off the Cob” is 
not descriptive but only suggestive, and that it should therefore 
be registered. 

The Supreme Court of the United States, in Warner § Co. 
v. Lilly §& Co., 265 U. S. 526, 528 [14 T.-M. Rep. 247] (44 S. Ct. 
Rep. 615), said: “A name which is merely descriptive of the 
ingredients, qualities or characteristics of an article of trade can- 
not be appropriated as a trade-mark and the exclusive use of it 
afforded legal protection.” Applying this rule to the case at bar, 
we have no doubt that the designation “Off the Cob,” as applied 
to canned corn, is merely descriptive of the qualities or characteris- 
tics of the corn. If one were to apply the mark “On the Cob” to 
canned corn which had been cut from the cob before canning, it 
would plainly be misdescriptive. It is also true that to apply to 
it the designation “Off the Cob” is descriptive. 

Reference is had to the following cases decided by this court: 
Chicago Pneumatic Tool Co. v. The Black § Decker Mfg. Co., 
17 C. C. P. A. (Patents) 962, 39 F. (2d) 684 [20 T.-M. Rep. 
293], where we held the word “Hycycle,” applied to electrical 
tools, to be descriptive; and In Re Autographic Register Co., 17 
C. C. P. A. (Patents) 1044, 39 F. (2d) 718 [20 T.-M. Rep. 277], 
where we held the word “Autographic,” applied to manifold regis- 
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ters and similar articles, to be descriptive; California Cyanide Co. 
v. American Cyanamid Co., 17 C. C. P. A. (Patents) 1198, 40 F. 
(2d) 1003 [20 T.-M. Rep. 447], where we held the term “Cal- 
cyanide” as a trade-mark for fumigants to be descriptive. Other 
similar cases where words have been held descriptive are: Larson 
Co. v. Wrigley, 258 Fed. 914 [9 T.-M. Rep. 77], involving “Spear- 
mint”; Ginter v. Kinney Tob. Co., 12 Fed. 782, involving “Straight 
Cut”; Sears § Nichols Co. v. Brakeley, 38 App. D. C. 530 [2 T.-M. 
Rep. 339], involving “Evergreen”; Kellogg T. C. Flake Co. v. 
Quaker Oats Co., 285 Fed. 657 [6 T.-M. Rep. 537], involving 
“Toasted Corn Flakes”; Chapin-Sacks Co. v. Hendler C. Co., 231 
Fed. 550 [9 T.-M. Rep. 123], involving “The Velvet Kind.” In 
these cases the subject of descriptiveness was thoroughly gone into 
and no necessity arises for a further discussion of that question. 
The decision of the Commissioner of Patents is affirmed. 


InN THE MATTER OF THE APPLICATION OF SuN O1L Company 
United States Court of Customs and Patent Appeals 
May 27, 1931 


Trape-Marxs—CoLor—Buve ror Gasotine—Rervusat TO REGISTER. 

A trade-mark for gasoline consisting of a blue color imparted 
thereto, held unregistrable, in as much as no one can have a monopoly 
in mere color. 

Appeal from a decision of the Commissioner, sustaining a 
refusal to register. Affirmed. For the Commissioner’s decision, 
see 20 T.-M. Rep. 91. 


Busser & Harding (Frank S. Busser and George J. Harding, 
of counsel), all of Philadelphia, Pa., for appellant. 

T. A. Hostetler, of Washington, D. C., for the Commissioner 
of Patents. 


Buianp, J.: The Commissioner of Patents affirmed the decision 
of the Examiner of Interferences in refusing to register appellant's 
proposed trade-mark which consists of a blue color imparted to 
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gasoline. Appellant has appealed to this court from the decision 
of the Commissioner. 

In appellant’s application for registration he sets out the 
following: 


The mark consists of a blue color imparted to the gasoline. . ‘ 
The trade-mark is applied to the gasoline by adding a very small propor- 
tion of blue coloring matter to the gasoline before it is placed into con- 
tainers. . . . 

The refusal to register on the part of the Patent Office tribu- 
nals was upon the ground chiefly that one cannot have a trade- 
mark monopoly of a mark which consists of the color of the article 
alone. 

The contention made by appellant in this case is substantially 
the contention made by the appellant in In re General Petroleum 
Corporation of California, Patent Appeal No. 2,755, 18 C. C. 
P. A. (Patents) (see p. 331, ante), decided concurrently here- 
with, in which decision this court went fully into the question of 
the registrability of a trade-mark identical, except as to color, with 
the one proposed herein. In that case the color imparted to the 
gasoline involved was violet. There we cited the pertinent authori- 
ties and discussed the law somewhat at length and our decision 
afirmed that of the Commissioner which refused registration. 
Nothing that we said in that case need be repeated here and the 
reasoning and cited authorities in that case are controlling in this 
one. 

Appellant in the case at bar has argued with great earnest- 
ness that the Commissioner’s holding that the blue color imparted 
to the gasoline could not function as a trade-mark was contrary 
to the express provision of Section 5 of the Trade-Mark Act of 
February 20, 1905, as amended, which in part reads as follows: 


Sec. 5. That no mark by which the goods of the owner of the mark 
may be distinguished from other goods of the same class shall be refused 
registration as a trade-mark on account of the nature of such mark unless 
such mark— 

(a) Consists of or comprises immoral or scandalous matter. 

(b) Consists of or comprises the flag or coat of arms or other insignia 
of the United States or any simulation thereof, or of any state or munici- 
pality or of any foreign nation, or of any design or picture that has been 
or may hereafter be adopted by any fraternal society as its emblem, or 
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of any name, distinguishing mark, character, emblem, colors, flag, or 
banner adopted by any institution, organization, club, or society which 
was incorporated in any state in the United States prior to the date of 
the adoption and use by the applicant: Provided, That said name, dis- 
tinguishing mark, character, emblem, colors, flag or banner was adopted 
and publicly used by said institution, organization, club, or society prior 
to the date of adoption and use by the applicant. . . 

Following the above quoted provision there are, in the same 
section of the statute, a number of provisos specifying certain kinds 
of marks which may not be registered, most of which subject 
matter has no application to the issue at bar. We think the follow- 
ing proviso, which is found in Section 5, is pertinent to the issue 
at bar and must be considered with the first quoted part of Sec- 
tion 5: 

Provided, That no mark which consists merely in the name of 
an individual, firm, corporation, or association not written, printed, im- 
pressed, or woven in some particular or distinctive manner, or in asso- 
ciation with a portrait of the individual, or merely in words or devices 
which are descriptive of the goods with which they are used, or of the 
character or quality of such goods, or merely a geographical name or 
term, shall be registered under the terms of this act. [Italics, except 
first word, ours.] 

In Beckwith v. Commissioner of Patents, 252 U. S. 538 [10 
T.-M. Rep. 255] (40 S. Ct. Rep. 414), the Supreme Court of the 
United States seemed to give equal force to that portion of the 
paragraph requiring registration, and the provision providing 
against registration in specific cases. The following language was 
used: j 


. . In this connection it must be noted that the requirement of 
the statute that no trade-mark shall be refused registration, except in 
designated cases, is just as imperative as the prohibition of the proviso 
against registration in cases specified. 

Appellant emphasizes the fact that the ingredient in the gaso- 
line which gives it its blue character adds nothing to its quality 
except color and is added only for trade-mark purposes. Appel- 
lant concedes that its registration would insure to it a prima facie 
monopoly of blue gasoline, but states that if anyone else desired 
to use blue gasoline, which might happen to be blue on account of 
a necessary ingredient therein contained, he (the newcomer) would 
be required to so differentiate his merchandise (in some manner 
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not disclosed by appellant), as to prevent confusion with appel- 
lant’s proposed blue gasoline trade-mark. 

We cannot think manufacture and commerce should be so 
hampered by such a construction of the law. With parity of rea- 
soning it might also be argued that the taste and odor of certain 
articles might be properly and successfully used to distinguish 
its goods from the goods of another and that, therefore, such taste 
or odor should be regarded as the proper subject matter for trade- 
marks. 

The mark in this instance, we think, consists merely in a de- 
vice which is descriptive of the goods with which it is used. Noth- 
ing could be more descriptive of an article of manufacture than 
the article itself. The proposed mark consists of the merchandise 
itself, and under the authorities cited in In re General Petroleum 
Corporation of California, supra, such a mark is not entitled to 
registration. 

The decision of the Commissioner of Patents is affirmed. 


In THE MATTER OF THE APPLICATION oF GENERAL PETROLEUM 
CoRPORATION OF CALIFORNIA 


United States Court of Customs and Patent Appeals 
May 27, 1931 


Trape-Marxks—Coror—Viotet Coton ror GasoLrine—UNREGISTRABLE Mark. 
Under the trade-mark act color alone may not be monopolized 
as a trade-mark; and, were it conceded that color alone could be a trade- 
mark, it would still be unregistrable for being descriptive. The color 
violet imparted to gasoline cannot, therefore, constitute a registrable 
trade-mark. 
Appeal from a decision of the Commissioner of Patents, sus- 
taining a refusal to register. Affirmed. For the Commissioner’s 


decision, see 20 T.-M. Rep. 39. 


Wm. Wallace White, Wallace White, both of New York City 
(Joseph W. Milburn, of Washington, D. C., of counsel), 
for appellant. 
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T. A. Hostetler, of Washington, D. C., for the Commissioner 
of Patents. 


Garrett, J.: Appellant is, and for some time has been, en- 
gaged in the business of selling gasoline sold in bulk. In June, 
1928, it began to introduce into its product a sufficient quantity 
of violet coloring matter to give a violet hue to the entire mass of 
gasoline so treated. The claim is that the introduction of this 
coloring matter was and is for no functional purpose, but solely for 
the purpose of distinguishing appellant’s gasoline from the gasoline 
marketed by other dealers, thus indicating origin. This is claimed 
to be a trade-mark use of the violet color and in July, 1928, appel- 
lant filed, in the United States Patent Office, application for the 
registration of the violet color for use in gasoline as a trade-mark 
for such gasoline, under the Trade-Mark Registration Act of Feb- 
ruary 20, 1905. 

In the application it was stated: 

The trade-mark is applied to the goods by the addition of a violet 
coloring matter which permeates the goods. 

Registration was refused by the Examiner on the ground that, 
as a general proposition of law, color alone cannot constitute a 
trade-mark. Upon appeal the decision on this ground was affirmed 
by the Commissioner of Patents, and the instant appeal to this court 
was then taken. 

There are several assignments of error, but all of these may 
be treated as comprehended in No. 9 thereof, reading: 


The Commissioner erred in rejecting the application on account of 
the nature of the mark. 


Appellant’s drawing discloses the figure of a conventional 
stand, such as is used at gasoline filling stations, showing the usual 
transparent receptacle at the top from which gasoline flows by 
force of gravity. By means of diagonal lines, drawn on the repre- 
sentation of the transparent device, indication is given that the 
gasoline within the receptacle is colored, and on one side of the 
receptacle, with an indicating arrow, the word “violet” appears. 
Nothing is claimed, however, for the figure of the stand nor for 
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the word, the latter being inserted merely to explain what the color 
is. The claim is confined entirely to the color itself, independent 
of any figure, word, device, symbol or design. 

In the opinion of the Commissioner it is stated: 


In the brief the appellant proposes to amend the application to state 
“the mark consists of violet coloring matter intimately mixed or dissolved 
in the gasoline.” 

There does not appear to have been any formal ruling upon 
this amendment, but it seems fairly inferable that the Commissioner 
treated it as being allowed and we are content so to treat it. 

We are not persuaded that the concurring decisions of the 
tribunals of the Patent Office are erroneous. The issue presented 
is somewhat novel, so far as the cases that have reached this court 
are concerned, but persuasive authority for their decisions herein 
is to be found in numerous decisions of other courts. 

Independent of the authorities, in the absence of any con- 
trolling adjudications to the contrary, it seems to us that, in all 
good reason, it must be held that the trade-mark registration statute 
did not contemplate color alone, as appellant here applies it, as a 
mark to be registered as a trade-mark. 

Appellant has quite earnestly stressed the statement of the 
statute: 

That no mark by which the goods of the owner of the mark may be 


distinguished from other goods of the same class be refused registration 
as a trade-mark on account of the nature of such mark... . 


We fully appreciate the binding force of the quoted language, 
but before it can be applied the matter which it is proposed to 
register must be a mark, in a trade-mark sense. The word “nature” 
in the statute must be construed with that understanding of the 
meaning of the word “mark.” 

Trade-mark ownership carries with it a monopoly upon the 
mark, but does not, of itself, carry with it the right of a monopoly 
upon the product or goods to which the mark is applied. If the 
mere color of violet applied to gasoline in the manner described, 
so as to render the entire volume of the gasoline violet-hued, could 
be treated as a trade-mark, it would result that appellant would 
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secure a potential monopoly for an indefinite period, not simply 
upon the mark, but upon violet-colored gasoline itself. Such a mark 
we think would not be a good trade-mark at common law, and, 
repeatedly, we have held, following numerous authorities, that, 
since the registration statute created no new rights of trade-mark 
ownership, it did not contemplate the registration of marks in- 
capable of common-law ownership. B. F. Goodrich Co. v. Kenil- 
worth Mfg. Co., 17 C. C. P. A. (Patents) 1105, 40 F. (2d) 124 
[20 T.-M. Rep. 256]; Sun-Maid Raisin Growers of California v. 
American Grocer Co., 17 C. C. P. A. (Patents) 1034, 40 F. (2d) 
116 [20 T.-M. Rep. 300]; American Steel Foundries v. Robertson, 
269 U. S. 372 [16 T.-M. Rep. 51] (46 S. Ct. Rep. 160); In re 
Bonide Chemical Co., 18 C. C. P. A. (Patents) , 46 F. (2d) 
705 [21 T.-M. Rep. 122], with their respective citations. 

The authorities cited in the decisions of the Patent Office 
tribunals and in the brief of the Solicitor for the Patent Office are 
very persuasive, if not absolutely controlling. A. Leschen & Sons 
Rope Co. v. Broderick & Bascom Rope Co., 201 U. S. 166 (26 
S. Ct. Rep. 407); Ex parte Pearson Tobacco Co., 1898 C. D. 643, 
85 O. G. 287; Diamond Match Co. v. Saginaw Match Co., 142 Fed. 
727; Newcomer & Lewis v. Scriven Co., 168 Fed. 621; Taylor v. 
Bostick, 299 Fed. 232; The Coca-Cola Co. v. Williamsburg Stopper 
Co., et al., and The Coca-Cola Co. v. Whittemann, et al. [2 T.-M. 
Rep. 234]; Goodyear Tire Co. v. Thomas E. Robertson, Commis- 
sioner of Patents, 25 F. (2d) 833 [18 T.-M. Rep. 270]; Ez parte 
Landreth, 1885 C. D. 90, 31 O. G. 1441. 

All these cases sustain the general principle very well stated 
in the Diamond Match Co. Case, supra: 





Sometimes a color, taken in connection with other characteristics, 
may serve to distinguish one’s goods and thus be protected by the courts, 
but as a rule a color cannot be monopolized to distinguish a product. 


Appellant’s fifth assignment of error is as follows: 


The Commissioner erred in disregarding and refusing entirely to con- 
sider the cited decision of the Texas Court of Appeals holding that color 
as a means of identification in the manufacture and sale of goods is 
governed by the same rule as the use of geographical names in the same 
connection. 
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As phrased, this assignment of error need not necessarily be 
given any particular consideration by us. We do not find the case 
therein mentioned alluded to elsewhere in the record. Even the 
style of it is nowhere given therein, nor is it cited in the brief 
before us. It may have been brought to the Commissioner’s atten- 
tion in argument. If so, we have no evidence of his “disregarding 
and refusing entirely to consider” it. In any event, it is not a 
valid assignment of error. It would be rather presumptuous for this 
court to undertake to control the mental processes of the Commis- 
sioner of Patents. 

However, in a brief in the case of In re Sun Oil Company, 
which involves the same question here presented, and which is 
being decided concurrently herewith, 18 C. C. P. A. (Patents) 
(see p. 828, ante), we have found a citation of a Texas case to 
which it is assumed allusion was made, and, because of its nature 
and alleged bearing upon the question at issue, we deem it not 
improper briefly to refer to it. Apparently, the case is that of 
Clifton Mfg. Co. v. Crawford-Austin Mfg. Co., 12 S. W. (2d) 1098 
[19 T.-M. Rep. 102]. 

The suit was in the State Courts of Texas, the decision cited 
being by the Court of Civil Appeals of that State. It involved a 
question of alleged unfair competition and no trade-mark issue was 
presented. 

Both parties thereto appear to have been manufacturers of, 
and dealers in, tents, tarpaulins and wagon covers. 

The appellee therein began the use of a material which had a 
color referred to as “a russet or reddish brown.” Appellant therein 
began to use a material having the same color. Appellee sought 
an injunction to prevent appellant from using it. The District 
Court granted a temporary restraining order, and, upon appeal, 
the Court of Civil Appeals declined to dissolve this temporary 
order, with the statement: 

The testimony discloses that the alleged imitation of appellee’s dis- 
tinctive color in the manufacture by appellants of the articles in question 
had just begun, and fails to show that appellants were likely to suffer 


any material injury by being temporarily restrained from manufacturing 
and selling such articles in such specific color. In view of such situation 
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and the testimony introduced at the hearing, we are not prepared to say 
that the trial court abused his discretion in granting temporary restraint. 


The case probably went to trial in the District Court of Texas 
on the merits, but this court is not advised as to that or as to its 
final outcome. 

The Texas court indulged in a discussion comparing the use 
of a distinctive color, in an unfair competition proceeding, with 
the use of geographical names in the same connection and cited 
several familiar authorities. There is no hint in the case that the 
appellee therein was claiming or seeking to set up any ownership 
of trade-mark rights in the color, such as appellant herein is seek- 
ing. The Clifton Case, supra, is not an authority of value in this 
proceeding. Appellant’s other authorities we think also inapplica- 
ble to the particular or direct question here involved. 


There is cited as a precedent, which appellant earnestly in- 
sists is apropos, a registration of October 16, 1928, trade-mark 
248-219, to Delaware, Lackawanna & Western Coal Co. v. Black- 
wood Coal §& Coke Co. for coal. The certificate says: 


The trade-mark consists in coloring the surface of some of the lumps 
of coal in the mass blue, and the drawing is lined to indicate blue color. 


The validity of this registration is not involved here and there 
is no occasion for intimating any opinion as to that. It seems 
sufficient to say that there is at least one distinction between that 
case and this, which lies in the fact that the color there does not 
become an integral portion of the goods, but is merely applied to 
surface. Here appellant’s mark when applied to the goods becomes 
a part of the goods. That it is applied for distinguishing and not 
for functional purposes can make no difference, so far as the trade- 
mark registration act is concerned, since the effect is the same. 

Hopkins on Trade-Marks (4th Ed.), page 284, says: 

The courts have been uniformly averse to recognizing anything re- 
motely resembling a monopoly of color. There are not more than seven 
primary colors, and if one of these may be appropriated as a distinguish- 
ing characteristic of a label, it would not take long to appropriate the 
rest. . . . To allow colors to be appropriated as distinguishing character- 


istics would foster monopoly by foreclosing the use by others of any 
tasty dress. 
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Again at page 139, discussing “What Constitutes a Trade- 
Mark,” the same author says: 

Section 58. The trade-marked article not a trade-mark. It is obvious 
that if a commercial article itself could constitute a trade-mark, there 
would be little use for patent laws. As Judge Carpenter said, “in the 


very nature of the case, . . . . the trade-mark must be something other 
than, and separate from, the merchandise.” 


Appellant earnestly stresses the argument that gasoline being 
a liquid product, sold almost wholly in bulk, the coloring process 
furnishes the only practical method so far devised to assure ade- 
quate, full trade-mark protection. This may be true, but certainly 
this court has not the power to constitute something a trade-mark 
which is not a legal mark, in fact, simply because certain products, 
by reason of physical laws, are incapable of having the benefit, in 
the particular manner which may be wished, of an actual mark. 

It may be said that, even if a legal trade-mark function could 
be given to color alone when it is an integral part of the goods, 
thereby saying, in effect, that the goods themselves may constitute 
their own trade-mark, by reason of one of their ingredients which 
affects the whole, the question of such a mark being merely descrip- 
tive of the goods would immediately arise. Obviously, the word 
“violet” applied to violet-colored gasoline would be descriptive of 
a character or quality of that particular gasoline, and hence could 
not be registered as a trade-mark by reason of the prohibition 
contained in the proviso of Section 5 of the Registration Act. Since 
it is proposed to register the color itself instead of the name of 
the color, would such a mark be any less descriptive? 

We cannot think so. 


Color alone, as appellant applies it, is not capable of being 
treated as a trade-mark entitled to registration under the Trade- 
Mark Registration Act of February 20, 1905. Even were this 
not true, its registration would have to be denied on the ground 
that such mark is merely descriptive. 


The decision of the Commissioner of Patents is affirmed. 
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House or Tre-Jur, Inc. v. Compine Hosrery Corporation 
United States Court of Customs and Patent Appeals 
May 27, 1931 


Trape-Marks—Opposition—“Tre-Jur” anno “Treasurer” witTH PrcToriat 

Device—Nor Essentiat Part or Corporate Name. 

A mark consisting of the word “Treasure” held not to be con- 
fusingly similar to a mark consisting of the term “TreZur,” shown in 
connection with the picture of a ship. The notation “TreZur” held not 
to be the complete corporate name of appellant. 

Trape-Marxs—Opposition—Goops or DirrerENT Descriprive PRopeRTiEs. 

Hosiery held to be of different descriptive properties from toilet 

goods, such as cosmetics, perfumes, creams and lotions. 


Appeal from a decision of the Commisssioner of Patents dis- 


missing a trade-mark opposition. Affirmed. For the Commission- 
er’s decision, see 20 T.-M. Rep. 157. 


Bair, Freeman & Sinclair (W. P. Bair, Will Freeman, and 
Earl M. Sinclair, of counsel), all of Des Moines, Iowa, 
for appellant. 

Spencer A. Studwell, of New York City, Harry A. English, 
and William G. Henderson, of Washington, D. C., for 
appellee. 


Lenroot, J.: This is an appeal in a trade-mark opposition 
proceeding in which the Commissioner of Patents, reversing the 
decision of the Examiner of Trade-Mark Interferences, held that 
the opposition should be dismissed, and that the applicant, the 
appellee herein, is entitled to the registration for which it has 


applied. 


Appellee seeks registration of a composite mark, comprising 
a representation of a ship, having at a masthead the representation 
of a flag upon which appears the word “Treasure”; across the 
picture of the ship appears the notation “TreZur,’ the top of the 
“T” being extended over two of the letters and joined to the top 
of the “Z,’”’ and the bottom of the latter letter extending beneath 
the two final letters of the notation. The mark is applied to 
hosiery. 
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Appellant is a large manufacturer of toilet goods, including 
cosmetics, perfumes, creams, lotions, etc., upon which it uses the 
trade-mark “Tre-Jur.’”’ Appellant and its predecessor have used 
said trade-mark since 1923. Appellee has used its mark since 
1927. Appellant was incorporated in the State of New York in 
1924 under the name of “House of Tre-Jur, Inc.” 

In its notice of opposition, appellant sets forth two statutory 
grounds of opposition: 

1. The confusion-in-trade clause of Section 5 of the Trade- 
Mark Act of February 20, 1905. 

2. The clause in said section (hereinafter called the name- 
clause) which provides that no mark which “consists merely in the 
name of a... . corporation. . . . not written, printed, im- 
pressed, or woven in some particular or distinctive manner” shall 
be registered under the terms of the act, appellant contending that 
appellee has appropriated the name of appellant. 

The appellant here relies only upon the second of said 
grounds, conceding, properly we think, that said confusion-in- 
trade clause is not a bar to appellee’s application for registration, 
in view of the difference in goods to which the two marks are 
applied. 

Both parties took testimony. We think it is established by 
the testimony that appellee, in adopting its mark, had no intention 
of appropriating appellant’s corporate name or any part thereof, 
or of profiting by any similarity between such mark and the cor- 
porate name or trade-mark of appellant. 

The Examiner of Trade-Mark Interferences held that the 
goods sold by the respective parties did not possess the same de- 
scriptive properties, but held that “Tre-Jur” is the distinguishing 
feature of appellant’s corporate name, and that purchasers, seeing 
the mark of appellee, would be likely to infer or assume that the 
goods to which such mark was affixed originated with appellant. 
He therefore held that the name-clause of said Section 5, the clause 
here involved, was a bar to the registration applied for. 

Upon appeal to the Commissioner of Patents, he concurred in 
the finding of the Examiner as to the different descriptive proper- 
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ties of the goods of the parties. He further found, however, that 
appellee’s mark was not the complete corporate name of appellant, 
and that the rule announced in the case of American Steel Foun- 
dries v. Robertson, Commissioner, et al., 269 U. S. 872 [13 T.-M. 
Rep. 289], was applicable, to wit, that “where less than the whole 
name has been appropriated, the right of registration will turn upon 
whether it appears that such partial appropriation is of such charac- 
ter and extent that, under the facts of the particular case, it is cal- 
culated to deceive or confuse the public to the injury of the corpora- 
tion to which the name belongs.” He then held, upon the authority 
of said case, that in determining such question it is proper to con- 
sider whether the articles upon which the mark is used by the 
opposer are not of the same descriptive properties as those put 
out by the applicant, since the probability of such confusion and 
injury in that situation obviously is more remote than where the 
articles are of like kind. 

The Commissioner thereupon held that, considering the dif- 
ference between appellee’s mark and appellant’s corporate name, 
and the difference in character of goods sold by the respective 
parties, a denial of appellee’s application was not justified, and 
that appellee was entitled to the registration sought. 

We agree with the Commissioner that the entire name of ap- 
pellant has not been appropriated, and that if there be any ap- 
propriation at all, it is only of a part of such name. 

Appellee contends that its mark ““TreZur” does not constitute 
any part of the corporate name of appellant, and that the name 
clause of said Section 5 does not purport to prevent the registration 
of marks which merely resemble a part of a corporate name. 

Assuming, without deciding, that appellee’s mark may be con- 
sidered to be a part of the name of appellant, we think that, con- 
sidering the difference in character of the goods sold by the parties, 
and the difference between appellee’s mark and appellant’s corporate 
name, no confusion would result from the use of appellee’s mark, 
and that appellant would not be injured by such use. We do not 
think that any person purchasing hosiery bearing the mark 
“TreZur” would infer that such hosiery was manufactured and 
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sold by the House of Tre-Jur, whose sole business is the manufac- 
ture and sale of toilet goods such as cosmetics, perfumes, lotions, etc. 
The decision of the Commissioner of Patents is affirmed. 


FeperaL Mitt & Evevartor Co., Inc. v. Pittspury Fiour Mitts 
CoMPANY 


United States Court of Customs and Patents Appeals 
May 25, 1931 


Trape-Marxs—“Luckxy Srreike” ann “Lucky”—Conruictinc Marks. 

A trade-mark consisting of the word “Lucky” held to be confus- 
ingly similar to the words “Lucky Strike,” both marks being used on 
wheat flour. 

Trape-Marxs—Opposition—“Lucky” anp “Lucky Srrarke”—Prior Reots- 

TRATION OF Marxs Contarninc Worp “Lucky”. 

In an opposition brought by the owner of the trade-mark “Lucky” 
to the registration of the mark “Lucky Strike,” the fact that the 
words “Lacky Hit” was registered prior to the registration of the 
opposer’s mark, held immaterial. 

Appeal from a decision of the Commissioner of Patents dis- 
missing a trade-mark opposition. Reversed. For Commissioner's 


decision, see 20 T.M. Rep. 491. 


Edward S. Rogers, Allen M. Reed, William T. Woodson, all 
of Chicago, Ill. (Browne § Phelps, Thos. L. Mead, Jr., 
and Chas. C. Reif all of Washington, D. C., of counsel), 
for appellant. 

Williamson & Williamson (James F. Williamson and James A. 
Hoffman, of counsel), all of Minneapolis, Minn., for ap- 
pellee. 


GranaM, P. J.: The appellee, Pillsbury Flour Mills Company, 
filed its application in the United States Patent Office on March 4, 
1927, for the registration of the trade-mark “Lucky Strike,” to be 
used on wheat flour, alleging in its application that it had con- 
tinuously used and applied the same to its said goods since February 
9, 1911. 
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The appellant, Federal Mill & Elevator Co., Inc., duly filed 
notice of opposition thereto, basing its opposition upon its owner- 
ship and use of its trade-mark “Lucky,” which said trade-mark was 
registered in the United States Patent Office on September 22, 1914, 
as Serial No. 99,864, and which said trade-mark, it alleged, was 
still in use and the property of the opposer. 

Both parties took testimony. The appellee introduced evidence 
to the effect that on November 1, 1910, a certificate of registration, 
No. 80,091, was issued to the Geo. Tileston Milling Company for 
the trade-mark “Lucky Hit,” to be used in connection with the 
sale of wheat flour. This testimony also shows that the said trade- 
mark is now owned by the Great Northern Flour Mills Company, 
a corporation doing business under the laws of the state of Min- 
nesota, and that the Great Northern Flour Mills Company used this 
mark continuously up until the year 1927, and still owns the same. 

The Examiner of Interferences dismissed the opposition, and 
this decision was affirmed on appeal to the Commissioner of Patents. 
Both tribunals in the Patent Office based their decisions upon the 
ground, in principal part, that the use of the appellant’s mark 
“Lucky” was concurrent with the use of the mark “Lucky Hit” by 
the Great Northern Flour Mills Company and its predecessor, for 
a considerable period; that no confusion resulted from the use of 
the said two trade-marks; that no actual confusion between the 
trade-marks “Lucky Hit’? and “Lucky” is shown by the record; 
that, therefore, there is no more likelihood of confusion between 
the use of the trade-marks “Lucky Strike” and “Lucky” than there 
would have been between the trade-marks “Lucky” and “Lucky 
Hit’’; that, because of these facts, the appellant cannot claim the 
exclusive right to the field which might be covered by the use of the 


word “Lucky” in connection with other words as applied to wheat 
flour, but must be willing to have his trade-mark “Lucky” restricted 


to its narrow scope. 
In this connection the First Assistant Commissioner, in his writ- 
ten decision, makes the following statement: 


. . . Under these conditions it is thought proper to hold that the 
status of the parties should not be disturbed. If the opposer company 
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were now given the exclusive right to use the word “Lucky,” to the ex- 
tent of preventing its use in combination with the word “Strike,” it would 
in a large measure obtain the benefit of the good-will, which, without its 
objection, the applicant company has built up during all these years for 
its product. As was said in connection with the Victor Stove Company 
v. Hall-Neal Furnace Company, 374 O. G. 252, 58 App. D. C. 52,— 

“Such a result would be plainly inequitable.” See also France Milling 
Co., Inc. v. Washburn-Crosby Co., Inc., 348 O. G. 269, TF. (2d) 304, C. C. A. 
2nd Cir. 


The conclusion reached by the Patent Office tribunals is not 
in harmony with our recent decisions in similar cases. The op- 
poser’s goods and the goods of the applicant are, admittedly, of 
the same descriptive properties. There can be no doubt that con- 
fusion might result in the minds of purchasers from the use of the 
trade-marks “Lucky” and “Lucky Strike” concurrently. If this 
be true, then the words “Lucky Strike” can not be registered, under 
the express language of the statute. In such case, the question 
whether the trade-mark “Lucky Hit’ was registered before the 
registration of the trade-mark “Lucky,” and whether such marks 
have been used concurrently, is immaterial to this issue. 

We discussed similar issues in the following cases: Sharp & 
Dohme v. Parke, Davis & Co., 17 C. C. P. A. (Patents) 842, 37 F. 
(2d) 960 [20 T.-M. Rep. 79]; California Packing Corp. v. Till- 
man & Bendel, 17 C. C. P. A. (Patents) 1048, 40 F. (2d) 108 [20 
T.-M. Rep. 238]; American Fruit Growers, Inc. v. Michigan Fruit 
Growers, Inc., 17 C. C. P. A. (Patents) 906, 38 F. (2d) 696 [20 
T.-M. Rep. 135]; Standard Oil Co. v. Epley, 17 C. C. P. A. 
(Patents) 1224, 40 F. (2d) 997 [20 T.-M. Rep. 324]; MacEachen 
v. Tar Products Corp., 17 C. C. P. A. (Patents) 1264, 41 F. (2d) 
295 [20 T.-M. Rep. 464]. In the American Fruit Growers’ case 
cited, we said: 

. . Appellee, however, is not injured by the registration of ap- 
pellant’s mark, and, while it may be that appellant is not the originator 
of a representation of a goose for use in a trade-mark, neither is appellee. 
Can it be said then that appellant is so narrowly restricted in the use of 
its mark that it is not entitled to the protection afforded by the statute? 
We think not. Accordingly, the goods of the parties possessing the same 
descriptive properties, the sole question for determination is whether the 
mark of appellee is confusingly similar to that of appellant. If it is, 


registration ought to be denied. If it is not, registration ought to be 
granted. 
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Further applying the general rules involved in such cases, we 
said in the MacEachen case, supra: 

While it is the rule that prior registrations may be looked to in con- 
sidering whether the trade-mark use of a word has become so common or 
general as to affect the question of probability of confusion by an additional 
registration of a somewhat similar mark, nevertheless, in the effort to 
preserve what we conceive to be the real purpose of the trade-mark regis- 
tration law, we think it should be held that an applicant for an opposed 
registration generally may not rely upon prior registrations of marks 
resembling his and opposer’s as a complete defense to the opposition. 
The public has an interest which must be preserved, and it is not safe to 
dismiss an opposition proceeding wholly upon prior registrations, if it 
appear that the marks are in fact of close resemblance. It may be true 
that in some cases the use and registration of some words have become 
so common and general as that an additional registration might be thought 
to do no more at most than create a situation of “confusion worse con- 
founded,” but, upon the whole, the safer rule and the one which appears to 
us to be truly interpretive of the law is to reject registration when there 
is confusable conflict between the words at issue themselves. 


Appellee contends that appellant’s mark was not alone the 
word “Lucky,” but was a design, the principal part of which was 
the Swastika emblem, in connection with the word “Lucky.” He 
argues from this that no one would confuse the two marks, on ac- 
count of their dissimilarity of appearance. The appearance of the 
mark is but one factor which may cause confusion. This court 
has uniformly held that the test of sound, as well, should be ap- 
plied. Celanese Corp. v. Vanity Fair Silk Mills, 18 C. C. P. A. 
( Patents ) , 47 F. (2d) 370 [21 T.-M. Rep. 151]; Cluett, Pea- 
body & Co. v. Wright, 18 C. C. P. A. (Patents) , 46 F. (2d) 
711 [21 T.-M. Rep. 130]; Postum Cereal Co. v. Enzo Jel Co., 
17 C. C. P. A. (Patents) 1258, 41 F. (2d) 101 [20 T.-M. Rep. 
460]; Malone v. Horowitz, 17 C. C. P. A. (Patents) 1252, 41 F. 
(2d) 414 [20 T.-M. Rep. 462]; Apex Elec. Mfg. Co. v. Landers, 
et als., 17 C. C. P. A. (Patents) 1184, 41 F. (2d) 99; California 
Cyanide Co. v. American Cyanamid Co., 17 C. C. P. A. (Patents) 
1146, 40 F. (2d) 1013 [20 T.-M. Rep. 447]. 

It seems to us that the introduction of the proof as to the 
prior registration of the trade-mark “Lucky Hit,” instead of being 
an aid to appellee’s cause, is in itself an unfavorable answer to 
his contention that he is entitled to registration. In these opposi- 
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tion proceedings, we have held we may investigate not only the 
issues made by the parties, but the registrability of the mark in- 
volved. California Cyanide Co. v. American Cyanamid Co., supra; 
Etablissements Rene Beziers v. Reid Murdoch, 18 C. C. P. A. 
(Patents). Irrespective of the appellant’s trade-mark “Lucky,” 
it will be conceded, we believe, that appellee’s trade-mark “Lucky 
Strike” invades the field occupied by the trade-mark “Lucky Hit.” 

The decision of the Commissioner of Patents is reversed and 
an order will be entered sustaining the opposition. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


Kinnan, F. A. C.: Held that the Vacuum Oil Company was 
not entitled to register the notation ‘““Cerowax”’ as a trade-mark for 
mineral waxes, in view of the prior use by the Standard Oil Com- 
pany (Indiana) of the term “Syncera” upon petroleum wax, and 
proof that the petitioner had sold such wax under the name “Syn- 
cera Wax.” He further held that the registration which Vacuum 
Oil Company had obtained under the Act of 1905 should be can- 
celled. 


In his decision he noted the argument based upon the par- 
ticular use to which the respective goods are put and the special 
manner in which this kind of goods is sold as justifying a view that 
confusion would not be likely, and said: 


It is believed, however, that when the fact is considered that both 
marks are used upon petroleum wax which in both cases is used in con- 
nection with insulation compounds, it is proper to hold the goods of both 


parties possess the same descriptive properties and belong to the same 
class. 


With respect to the marks, he said: 


To the purchasing public there would be present on the goods of one 
party the notation “Syncera Wax” and upon the goods of the other party 
“Cerowax.” The similarity, as the marks would be understood by prob- 
able purchasers, resides in “Cera Wax” and “Cerowax.” It is deemed 
quite probable confusion would result if both marks appear upon the 
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respective goods in the same market. The difference in the spelling of 
“Cera” and “Cero” would hardly be noted by the average purchaser.! 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, under the Act of 1905, a trade-mark for candy consisting 
of the word “dip” enclosed in a diamond outline, a circular dot 
being placed above and below the middle letter so that the word 
reads the same whichever side is upmost, in view of the prior regis- 
tration to another, No. 215,686, of the words “Rough Dip” as a 
trade-mark for candy. 

In his decision, after stating that although a mere diamond- 
shaped outline does not so add distinctiveness to an otherwise 
unregistrable word as to make it registrable, the First Assistant 
Commissioner said: 


. . Yet it is thought the applicant's mark when considered in its 
entirety with the round dots added is not merely descriptive of the goods. 


With reference to the similarity of the two marks, he said: 


The notation is, however, deemed confusingly similar to the registered 
mark “Rough Dip” used upon the same class of goods. Customers would 
be very likely to call for the candy of both parties by the word “dip.” 
It is thought confusion would be almost inevitable if these two marks 
appear upon candy in the same market.2 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, as a trade-mark for maps, especially mileage road maps, 
a mark consisting of an elliptically shaped device containing the 
applicant’s name and having within the outer line a smaller con- 
centrically positioned elliptical figure within which is the repre- 
sentation of a shield covering the body of a conventional repre- 
sentation of an eagle, the head, wings and feet of which show be- 
yond the edges of the shield. 

The ground of the decision is that this mark is confusingly 
similar to a previously registered mark (registration No. 155,190) 
of opposer, consisting of a rectangular panel upon which appear the 
opposer’s name with an elliptical figure in the center containing the 
letters “AAA” and above which is a representation of the wings 


1 Standard Oil Company (Indiana) v. Vacuum Oil Company, 156 M.D. 
625, April 2, 1931. 


2 Ex parte The Curtiss Candy Co., 156 M. D. 633, April 11, 1931. 
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of a bird, presumably an eagle, and used as a trade-mark for the 
same goods. 

In his decision, after stating that it was at least doubtful that 
applicant’s mark was confusingly similar to other marks of the 
opposer consisting respectively of two intertwined automobile 
wheels with the letters “AAA” placed thereon, and an elliptical 
figure within which are the letters “AAA,” and stating that there 
was reasonable probability of confusion between applicant’s mark 
and that of registration No. 155,190, the First Assistant Commis- 
sioner said: 

Elliptic and rectangular panels for signs, trade-marks, etc., are so 
very common that the difference in contour here shown would not be 
readily noted or remembered, especially where the marks do not appear 
side by side for comparison. The applicant has taken substantially the 
entire group of words appearing upon the opposer’s panel merely trans- 


posing their relative positions but conveying the same impression and 
information.’ 


Moore, A. C.: Held that applicant is not entitled to register, 


as a trade-mark for coffee, a mark consisting of the numerals 
“7:10” with the words “Seven Ten” superimposed thereupon, in 
view of the registrations by opposer of certain marks, consisting of 
designations of 8 o'clock and the words “Eight O'clock” as a trade- 
mark for the same goods. 

The marks registered consist of the words “eight o'clock”; 
the figure and word, “8 o'clock” and a pictorial representation of 
the face of a clock with the hands indicating 8 o'clock. 

It appears that no answer was filed by the applicant and the 
Examiner of Interferences refused to issue a judgment pro confesso 
on the ground that the marks were not confusingly similar. With 
reference to the argument that he should not have dismissed the 
opposition without affording the opposer an opportunity to take 
testimony, the Assistant Commissioner stated that the practice was 


in accordance with the rulings in certain decisions cited and noted 
that— 


3 The American Automobile Assn. v. Automobile Owners’ Association 
of America, 156 M. D. 635, April 18, 1931. 
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. in the notice of opposition there was no allegation of actual con- 
fusion and that any testimony, therefore, which might have been taken, 
would have been merely opinion testimony, which would have but little 
weight. 

With reference to the question of confusion of the marks of 
the two parties, the Assistant Commissioner stated that applicant’s 
method of designating an hour of the day was a common way of 
so designating it and, while the marks of the two parties did not 
look alike nor sound alike— 

. . . . they do contain the same suggestion, namely, that the coffee is to 
be served with the breakfast. 


and said further: 


If the applicant’s “7:10” coffee is registrable over the opposer’s 
“Eight O’clock” coffee, then marks consisting of the various ways of 
designating every other hour of the day would be registrable over the 
applicant’s and the opposer’s marks. If such practice were permitted, the 
opposer’s marks would be of little value. 


Kinnan, F. A. C.: Held that applicant is not entitled to reg- 
ister, as a trade-mark for motor fuel oil, lubricants and greases, etc., 
the term “Tiol,” in view of the prior use and registration by opposer 
of the term “Tydol” as a trade-mark for gasoline and “Tycol” 
as a trade-mark for lubricants and greases. 

The ground of the decision is that the marks are substantially 
similar and used upon goods of the same descriptive properties. 

In his decision, after referring to applicant’s argument that 
the term “Tiol’’ is but a mere variant of the applicant’s mark 
“Tiolene” used long prior to any date of use claimed by the appli- 
cant and already registered and noting applicant’s argument that 
the opposer’s marks are confusingly similar to its mark “Tiolene,” 
the First Assistant Commissioner said that, while it was stipulated 
that no actual confusion had taken place— 

. yet the similarity of the applicant’s mark to those of the opposer 
is regarded as such that confusion in trade would be almost inevitable if 
the marks of both parties appear in the same market upon their respective 
goods. The opposer’s mark “Tycol” is used upon identically the same 


class of goods while its mark “Tydol” is used upon gasoline. These 
products, gasoline and lubricating oils, are usually sold at the same supply 


4Great Atlantic & Pacific Tea Co. v. Tampa Coffee Mills, 156 M. D. 
637, April 21, 1931. 
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stations and to the same class of customers and are used in connection 
with motor vehicles. (Citing decisions of the Court of Customs and 
Patent Appeals).5 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, as a trade-mark for candy, the mark consisting of a rec- 
tangular figure with the notation “Broxie” appearing in the center 
thereof in large letters and a small grotesque figure carrying a 
spoon or ladle therebeneath, and outside the border and near its 
corners a series of miniature silhouettes, in view of the prior adop- 
tion and use by opposer of the term “Moxie” as a trade-mark for 
candy. 

In his decision, after noting the testimony that for many years 
the applicant has sold candy under the names “Brach” and 
“Brach’s” and had advertised to the public to pronounce that word 
as though it were spelled “Brox,” and the subsequent use of the 
term “Broxies,’ this term referring to the candy makers who 
worked in applicant’s factory and were pictorially represented as 
Brownies have been frequently represented, and noting the evi- 
dence based on the ground that the opposer used its mark “Moxie” 
primarily for beverages and that the candy which it sold was put 
out primarily as an advertisement for that beverage, the First 
Assistant Commissioner said: 

There can be no question but that the marks “Moxie” and “Broxie” 
are confusingly similar. They sound alike, they look alike, and as to the 
greater portion they are spelled alike. It is deemed clear that these two 


notations are so similar that confusion would be inevitable if they appear 
upon the same class of goods in the same market. 


With reference to applicant’s argument as to its prior rights 
over the opposer because of the similarity in sound between “Brox” 


and the name “Brach’s,” which it claims to have used since 1904, 
he said: 


It is not thought these facts, admitting them to be proved, can help 
the applicant’s cause in the instant proceeding. The question of conflict 
between “Brach’s” and “Moxie” is not before this tribunal for considera- 
tion. These facts furnish no warrant for the shifting over, if this cor- 
rectly describes the change, from the name “Brach’s” to “Brox,” the 


5 Tide Water Oil Co. v. The Pure Oil Company, 156 M. D. 639, April 
23, 1931. 
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addition of the two letters “ie,” and the final adoption of the notation 
“Broxie” which so closely simulates that of the opposer. 


With reference to the argument that the opposer was not in 
the candy business and that the use of its mark upon candy was 
merely incidental to its selling of beverages, he said: 


The similarity of the two notations here under review is so great that 
the opposer’s business in connection with which it uses its trade-mark 
upon candy, whether that candy is directly sold or is largely given away 
to purchasers of opposer’s beverages, would be injured by the registra- 
tion of the applicant’s mark. The candy given away to opposer’s cus- 
tomers is in effect sold to them.® 


Descriptive Term 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, under the Act of 1905, the notation “Radiofilm” as a trade- 
mark for combined sound and motion picture films, since the word 
is merely descriptive of the goods. 

In his decision, after referring to certain publications with 
reference to the use of picture films in connection with radio trans- 
mission prior to the time applicant claims to have adopted his trade- 
mark, the Assistant Commissioner said: 


From the foregoing it is deemed clear enough that those ordinarily 
skilled in this art would understand the applicant’s alleged trade-mark 
to mean no more than that the film was to be used in connection with 
radio apparatus. Indeed it would seem quite difficult to devise a notation 
more clearly descriptive, and descriptive only, of the goods upon which 
applicant uses the notation. 

As noted by the Examiner it is immaterial whether the applicant’s 
film is to be used in radio apparatus. The notation is equivalent to the 
statement the film is to be so used and if this is not the fact, the notation 
is misleading and misdescriptive.? 


6 The Moxie Company v. E. J. Brach & Sons, 156 M. D. 642, April 28, 
1931. 
7 Ex parte R. C. A. Photophone, Inc., 156 M. D. 633, April 15, 1981. 





